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Dear Sir or Madam,

The American Intellectual Property Law Association (AIPLA) appreciates the opportunity to
comment on the draft Patent Examination Guidelines, in response to a request for public
feedback from National Intellectual Property Administration of China (“CNIPA”) published on
April 4, 2019. A chart listing AIPLA’s detailed comments is attached. A partial summary of
the comments is also provided below.

AIPLA is a national bar association of approximately 13,500 members engaged in private or
corporate practice, in government service, and in the academic community. AIPLA members
represent a wide and diverse spectrum of individuals, companies, and institutions involved
directly or indirectly in the practice of patent, trademark, copyright, trade secret, and unfair
competition law, as well as other fields of law affecting intellectual property. Our members
represent both owners and users of intellectual property. Our mission includes helping establish
and maintain fair and effective laws and policies that stimulate and reward invention while
balancing the public’s interest in healthy competition, reasonable costs, and basic fairness.
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Due to time constraints, AIPLA focused its comments on several articles in the Draft Patent
Examination Guidelines. The absence of comments on other articles does not reflect support or
lack of support of these articles by AIPLA.

AIPLA commends CNIPA on its efforts to improve examination of patent applications in China.
AIPLA appreciates the opportunity to provide comments to the Draft Patent Examination
Guidelines. AIPLA would also welcome the opportunity to provide additional comments on
any specific revisions to the language of the Draft Patent Examination Guidelines that may be
drafted and proposed in response to this initial round of comments.

In general, AIPLA welcomes many of the proposals in the Draft Patent Examination Guidelines,
including:

1.

6.

The ability to rectify non-conformance with the requirement to include a copy of the
Office Action that sets out the unity defect in one divisional application when filing
another divisional application.

Allowing the deletion of inventors listed on an initial application when filing a divisional
application, so long as one inventor remains in common between the two applications.

Revisions in the requirements for design applications to eliminate the requirement of at
least one view of the complete product.

Clarification of the examination of inventive step.

The addition of a requirement that an examiner provide proof of common knowledge in
response to an objection by the applicant.

The ability to prioritize examination or delay examination upon request.

AIPLA provides specific comments to certain proposed language in the draft revisions, for
example:

With respect to inventive step, Part Il Chapter 4, Article 3.2.1.1 includes proposals to
standardize and clarify the analysis of inventive step and to bring greater international
harmonization to examination of the claimed invention. Assessing the claimed
invention as a “whole,” with consideration of the interaction and relationship of
technical features is a helpful step to prevent splitting the invention into isolated features
and assessing each separately without considering their interrelationship or the claimed
invention as a whole. AIPLA commends these revisions.

With respect to “contribution” analysis, Part |1 Chapter 4, Article 6.4 includes proposed
language that would instruct examiners to use a ‘“contribution” analysis in which
claimed features are evaluated in a piecemeal manner, feature-by-feature, as to whether
they are considered as contributing to the solution to the technical problem. If a claimed
feature is not considered as contributing to the technical solution, the examiner would
then be instructed not to allow that feature to influence the determination of whether the
claims involve an inventive step, which seems contradictory to the instruction in Article
3.2.1.1 to assess the invention as a whole and might confuse examiners and undermine
Article 3.2.1.1 in practice. AIPLA respectfully suggests that the new language
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instructing the examiner to use a contribution analysis not be included in the final
guidelines.

With respect to “common knowledge,” Part 1l Chapter 9, Article 4.10.2.2. includes
proposals clarifying what evidence must be provided or cited by the examiner to
establish common knowledge. AIPLA respectfully submits that the proposed
amendments do not go far enough. If the examiner asserts that some element of the
claimed invention is “common knowledge,” AIPLA suggests that the examiner should
be required to present competent evidence establishing that the element is in fact known
in the art, at the time of making the assertion, explaining which claim element(s) the
examiner believes that statement covers. If the examiner fails to do so, the rejection
based on “common knowledge” should be improper, as it lacks evidentiary support.
Only if the examiner presents competent evidence establishing that the subject matter
of the claimed invention is common knowledge, i.e., known in the art, should the burden
shift to the applicant to refute the examiner’s position. If the final guidelines put the
burden on the applicant to object to unsupported citations of “common knowledge”
rather than requiring such evidentiary support to be provided with the original citation
as suggested above, AIPLA respectfully suggests that the guidelines further provide that
the applicant have at least one additional opportunity to make observations or
amendments following the examiner’s provision of evidence to support the citation.

We appreciate the opportunity to provide these comments on the Draft Patent Examination
Guidelines, and we would be happy to answer any questions that our comments may raise.

Sincerely,

Sheldon H. Klein
President
American Intellectual Property Law Association

Attachment: Table of AIPLA Comments to Patent Examination Guidelines (Draft)
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5.1.1 (3) Submission time of divisional
application

However, with—the-exception—that-where
another divisional application is filed by the
applicant according to the Office Action made
by the examiner due to a unity defect in the
divisional application, —Regarding-this—
exception-the filing date of the other divisional
application shall be examined according to the
divisional application having the unity defect.
Where there is any inconformity with the

provisions, the other divisional application shall
not be filed., tThe applicant, when filing
another divisional application, shall submit a
copy of the Office Action indicating the unity
defect or of the Notification to Make Divisional
Application issued by the examiner. Where-the—
eepy-othe-Ofieo-Actior——areat theblatification—
fe-pMale-Didsicnalteplicatentnseniemain —
with . . itted.

licati I I on.

Where the copy is not in conformity with the

provisions, the examiner shall issue the

divisional application to be filed out of a prior
divisional application that has a unity defect
noted by the examiner, even if the original
(“root”) application is no longer pending. The
draft language, however, appears vague and
might lead to uncertain or inconsistent
outcomes. AIPLA suggests that the wording of
the related time limits could be further clarified
to mimic that of the first and second paragraphs
of Article 5.1.1 (3): 2 months after allowance,
three months after rejection, or during the
pendency of an appeal of the prior divisional.

AIPLA welcomes the CNIPA’s proposal to allow
a divisional application filed on a previously
filed divisional to be maintained, in the event of
a lack of conformance with the requirement to
submit the Office Action identifying a unity
defect, by rectifying the non-conformance with
the later filing of the missing Office Action in
response to a Make
Rectification.

Notification to
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Notification to Make Rectification notifying the
applicant to make rectification. Where no
rectification is made within the time limit, the
examiner shall issue the Notification that
Application Deemed to be withdrawn. Where
the copy is still not in conformity with the
provisions after rectification, the examiner shall
issue the Notification that Divisional Application
Deemed Not to Have Been filed and-makea

5.1.1 (4) S RBIFWRIFAFLZAAN 5.1.1 (4) Applicant and inventor of divisional AIPLA commends the proposal to allow
AEPIERHIE AN Y 55 ZHiE | application inventors listed in the initial application to be
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The applicant of a divisional application shall be
the same as that of the initial application when
the divisional application is filed. Where-this-is
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Aeithe-case—o—decrraeriea i ing—the—shange
of the applicant—shallbe—submitted—The

applicant who files another divisional application
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based on an already filed divisional application
shall be the applicant of the divisional

R 73 5 B [ HE N\ F5 B AR 0> S I

application. Where there is any inconformity
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with the provisions, the examiner shall issue the

(RN 2 I, 7 P SR A B 48

Notification that Divisional Application Deemed

7 & FRVH 1R R I NI 24 72 T R 3 1)

Not to Have Been Filed.

deleted from divisional application so long as
one originally listed inventor is listed as an
inventor on the divisional application. AIPLA
also understands the benefit in requiring the
applicant be the same in the divisional
application as in the parent, either as
originally listed or as in amended bibliographic
data, as this is necessary to establish the
applicant’s right to file the divisional
application. AIPLA respectfully requests that
the applicant be allowed to file the title
document (e.g., assignment, gift, name
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AN B R LA fER A A . X R If the applicant of the initial application
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needs to transfer the right to apply for a patent
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(or the patent right) of the initial application, the
divisional application shall be filed after the
formalities of a change in the bibliographic data
of the initial application have been passed. If
the applicant of the divisional application needs
to transfer the right to apply for a patent (or the
patent right) of the divisional application, the
formalities of a change in the bibliographic data
shall be gone through at the time of or after
filing of the divisional application.

The inventor of a divisional application shall be
the inventor or part of the inventors of the
initial application. The inventor who files
another divisional application based on an
already filed divisional application shall be the
inventor or part of the inventors of the divisional
application. Where there is any inconformity
with the provisions, the examiner shall issue the
Notification to Make Rectification notifying the
applicant to make rectification. Where no
rectification is made within the time limit, the
shall

examiner issue the Notification that

change, etc.) from a prior application with the
divisional application, including submitting an
informational copy where the formalities of
the change in bibliographic data at the CNIPA
are not completed at the time of such filing.
AIPLA respectfully requests clarification of a
rectification process in the event that a
divisional application is filed by a different
applicant. May the applicant correct either the
parent application or the divisional application
to correct the applicant? Can this be done by
later recording of assignment documents?
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Application Deemed to be Withdrawn.
F—MOE—E Part | Chapter 1 AIPLA respectfully requests that the guidelines

6.7 EXMBELTE
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6.7 Changes in Bibliographic Data

6.7.2.2 Transfer of Right to Apply for a Patent

(or Patent Right)

(2) Where the right of the applicant (or patentee)
has been transferred because of assignment or
gift, and a request for a change in the
bibliographic data is submitted, the contract on
the assignment or gift signed or sealed by both
parties shall be submitted. If necessary, the

M P8R, 2 IRIEAZHIUE W SO AR P Ji (14 s 5%

examiner shall examine qualification of subject of

LB 5 P 0 A A B RN 26 7 5

both parties. The circumstances in which it is

o 5 5 S P SR 2 el AN B

required to examine qualification of subject of

3 I s R R VA A VAL P VA= A L LR AYAS
HEGFLTHE ARITSLA K, BA N
FEFE G AL DHENEERMBO 8,
87 24§ A8 A AR BURI TR 33 4 11 B I 5 R E
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both parties are, for example: the party
concerned has objection to assignment or gift of
the right to apply for a patent (or the patent
right); the party concerned registers the change
in_the ownership of the right to apply for a
patent (or patent right), but certified
documents filed for several times are
contradictory to each other; the signature or
seal of the applicant or patentee in the
agreement of assignment or gift is inconsistent

not require the contract of assignment or gift to
be signed by both parties. This creates practical
difficulties and challenges particularly for
foreign applicants and is not required under the
Patent Law of the People’s Republic of China.
Rather, the signature of the assignee of the
application should be sufficient.

If the final guidelines include a requirement for
signatures by both parties to the contract of
assignment or gift, AIPLA respectfully requests
that a “grandfather clause” be included
allowing use of a contract of assignment or gift
executed before the effective date of the
revised guidelines.

AIPLA also requests clarification that the
signature or seal may be different for the same
entity due to different authorized signers
executing the documents. AIPLA further
respectfully suggests that CNIPA accept
contracts of assignments or gift at face value
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with signature or seal disclosed in the case. If
such a contract is concluded by any entity, the

official seal of the entity or the seal specially used
for concluding contracts shall be affixed. If the
contract is concluded by any individual, it shall
be signed or sealed by the person himself. Where
there are two or more applicants (or patentee), a
document certifying that all the right owners
have agreed on the assignment or gift shall be
submitted.

with the applicant being allowed to correct
mistakes. The courts should resolve disputes
over title or punish any fraudulent activity by
those submitting or causing fraudulent
documents to be submitted.

F—WAE=E
4.2 SMMETE RS ERA

Part | Chapter 3
4.2 Drawings or Photographs

AIPLA welcomes the proposed deletion of the
prior requirement to submit at least one view
of the “complete product” in a design
application on a GUL.
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4.3 EEEA

4.3 Brief Explanation

4.4 5 B E R PR E8 A~ @SRt
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4.4 Product Design Involving Graphical User
Interface
Product design involving graphical user
interface is a design the essential design
features of the which include the graphical
user interface.

4.4.1 FFERABTR
A 35 P 7 B I 7 i A R 44

4.4.1 Name of the product
The name of the design of the product that

PR, N Y VR P B ) 3 P g AT

includes graphical user interface shall indicate

[P B i, — R P L S A

the main use of the graphical user interface and

(o B i, BhAs B L™ I A i 44 PR 2

the product to which the graphical user interface

A B FREE R . . A I 4

is applied. The name generally shall contain such

FEH 7 SR B VKA 7« FHLE R TR sh

keywords as ‘“‘graphical user interface”. The

NI Wl

name of product that includes dynamic graphical
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AR FEGAL LA B B i " A4 A

user interface shall contain such keyword as

IR AARR, G0 AT BT A A

“dynamic”. For example, the name may be

B ) B

“Refrigerator with Graphical User Interface for
Temperature Control”, “Graphical User Interface
for Weather Forecast for Mobile Phone”.

The name of the product generally not shall
not contain “graphical user interface” only, for
example, the name of the product shall not be
“Software Graphical User Interface”, “Operation
Graphical User Interface”.

4.4.2 S HE RSB HE
A3 B 2 5 10 1 72 i A A 18 2

AT =T 4.2 Tiiile. Bt

4.4.2 Drawings or Photographs
The design of the product that includes
graphical user interface shall comply with the

AT R S, W] AR AT R A

provisions set forth in Section 4.2 of Chapter 3

DR 1410 2 [ T ' T . T

of this part. If the essential features of the

Ve i ¥ A2 b S o TR P A i 7 )™

design only lie in the graphical user interface,

dn PR, I 2 I T o P ™ B it

one orthographic projection view of a side of

HAE S B RN, CLERIEE R 2R
B i A sh A B S, B AN

the product showing the graphical user
interface._may be submitted. The view

2 5/ AT A IR I 7 B TS e

submitted shall clearly indicate the category of

TP IE $5 50 7 i WL B 9 TR AR

the product to which the graphical user

A AR R A2 B ) B T 5 i i ) 4 PR A 9

interface is applied, and shall clearly indicate

MOIRZS B, i B2 5 1) 400 P P — i o =)

the design of the graphical user interface and

B b e B A 3 . ARiERIRES

its size, position and applicant shall at least
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P, AR i 2 A5 A8 I R 14 S S WP AR i

submit one orthographic projection view of a

Xt T B e g S B ™ T8 AR i b

side of the product showing one state of the

MBI, S 23R S A 3R it % X 40

graphical user interface as front view and, for

BT P ™ e R

other states, the applicant may only submit
views of key frames of the graphical user
interface as views of variation states. The views
submitted shall be able to uniquely determine
the changing trend of the animation in the
dynamic pattern. The views of variation states
shall be annotated in accordance with the
sequence of the dynamic changing process,
when annotating the views of variation states.

So far as the design of graphical user interface for

such product as projector is concerned, views

clearly indicating such product and views clearly
indicating the graphical user interface shall be
submitted.

4.4.3 EEHAR
LA P L 17 s A R A

4.4.3 Brief Explanation
For a design of the product that includes

{222 5 Y e A i P P 2 Y S ) P 3

graphical user interface, the use of the

Y157 i 4 e L PR R . A B

graphical user interface shall be clearly

AT B PRI L 9 T 7 it G D AL

explained in the brief explanation and shall

220 77 LA AR A

correspond to the use of the graphical user
interface as indicated

in the name of the

AIPLA respectfully requests clarification that
for dynamic GUI designs—which are shown by
a plurality of discrete, sequential figures at
different states of the dynamic GUIl—the
inclusion of explanatory language be either
permitted or mandated. This could take the
form of: “The appearance of the animated
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product. The area of the graphical user interface [icon/interface] sequentially transitions
in the product, the human-machine interaction between the images shown in FIGS. 1- . The
manner, the variation states and the like may be process or period in which one image
explained when necessary. transitions to another forms no part of the
claimed design.”
FoMoENE Part Il Chapter 4 AIPLA commends the proposal to standardize

3.2.1.1 3B %
ST SR AR R B AR T I R
T3S0 5 0, R AT R DLR = AN gk
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(1) HaEh
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3.2.1.1 Approach to Assessment

Usually the following three steps are
followed to determine whether a claimed
invention is obvious as compared with the prior
art.

(1) Determining the closest prior art

(2) Determining the distinguishing features of
the invention and the technical problem actually
solved by the invention
During examination, the shall
objectively analyze and determine the technical
problem actually solved by the invention. For
this purpose, the examiner shall first determine
the distinguishing features of the claimed
invention as compared with the closest prior art
and then determine the technical problem that

examiner

is actually solved by the invention on the basis of

and clarify the analysis of inventive step. The
proposed changes bring the Chinese standard
more closely into alignment  with
internationally accepted standards for the
determination of inventive step.

AIPLA further commends the proposal to assess
the claimed invention as a “whole,” with
consideration of the interaction and
relationship of technical features. This is helpful
to prevent splitting the invention into isolated
features and assessing each separately without
considering their interrelationship or the
combination of the claimed features as a whole.
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the technical effect of the distinguishing
features in the claimed invention. The technical
problem actually solved by the invention, in this
sense, means the technical task in improving the
closest prior art to achieve a better technical
effect.

The redetermined technical problem may
depend on the particular situations of each
invention. As a principle, any technical effect of
an invention may be used as the basis to
redetermine the technical problem, as long as
the technical effect could be recognized by a
person skilled in the art from the contents set
forth in the description. For the technical
features which functionally support each other
and have interaction with each other, the
technical effect of the technical features and
their relationship in the claimed invention shall
be considered as a whole.

(3) Determining whether or not the claimed
invention is obvious to a person skilled in the art

FoHHENE

Part Il Chapter 4

AIPLA respectfully requests clarification that

10
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6.4 MERFIPVZPFHITHE 6.4 Examination on the Claimed Invention the technical problem could be either the
KU EE B ACE M 24X ER Y | The determination of whether an invention | technical problem set out in the specification,
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involves an inventive step shall be directed to the
claimed invention, and therefore the evaluation
of inventive step shall concern the technical
solutions as defined in the claims. The technical
features by which the invention makes
contribution over the prior art, such as the
technical features bringing about unexpected
technical effects for the invention, or the
technical features reflecting how the invention
overcomes a technical prejudice, shall be included
in the claims; otherwise, they shall not be taken
into account in evaluating the inventive step of
the invention, even if they have been set forth in
the description. Moreover, the evaluation of
inventive step shall be directed to the whole of
each technical solution defined in the claims, that
is, it is the technical solution as a whole, rather
than the individual technical features, that shall
be evaluated as to whether involving an inventive
step. However, the technical features in claims

which have not made contribution over the

FEIE.

solution of the technical problem do not

or in applicant’s remarks or observations during
prosecution such as in a response to the
Examination Report, or otherwise made of
record in the prosecution history. AIPLA notes
that the technical problem may change as a
result of amendments in the claims or may not
have been originally set out in the specification.

AIPLA commends the further step of requiring
that the technical solution be included in the
claims, otherwise it will not be considered in
determining patentability.

The proposed amendment in this section
would provide “contribution” analysis to
exclude or discount features recited in the
claims from the inventiveness analysis if such
features are not considered to contribute to the
solution to the technical problem. AIPLA
respectfully submits that this analysis would fail
to consider the claim as a whole (would rather
invite the examiner to analyze the claim in a

11
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influence the determination of whether the piecemeal manner) and is inconsistent with
technical solutions as defined in the claims other portions of the Guidelines requiring that
involve an inventive step. For example, for an the subject matter of the claim as a whole be
invention of a camera whose substantive point assessed, as well as inconsistent with
lies in an improvement to the shutter of the international standards for inventive step. The
camera, the solution of the technical problem claim should be considered as a whole and
depends on the structure of the shutter or timing limitations that do not contribute to solving the
control of exposure to light. Even if the applicant technical problem the invention addresses
incorporates such other inherent parts of the should be considered as well and may fail to
camera as lens, viewfinder etc. into the claims, establish non-obvious differences between the
these features have no relevance to the technical claimed invention as a whole and the prior art
problem regarding the improvement to the only after such consideration. AIPLA
shutter of the camera and thus belong to the respectfully suggests that the proposed
technical features which have not made contribution analysis instructions not be
contribution over the solution of the technical included the final guidelines.
problem of the improvement to the shutter of the
camera.

F_HWEN\E Part Il Chapter 8 AIPLA commends the proposal to clarify that

4.2 FIERIFHFHIER & AR
BB R AE T IR SE T B A, e EAT A

[ 52 R SO, JE TR T

dbe =

ﬁ /I:_r'\

TR ARAR

DL, JIRUER IR AR o S E T TR
W T g R B A i, AR A R P 3 5 AR
Ii] 14 43 AR T3 58 A B Ty 58 T ety oK 1)

4.2 Reading of Application Documents and
Understanding of Invention
After the substantive examination is started, the
examiner shall read the application documents
carefully first, fully understand the overall
situation of the background art, and try to

understanding the invention requires a close
reading of the application and understanding of
the background art as a whole, with an
emphasis on understanding the technical
problem and the technical effect of the
technical solution. AIPLA further notes that a
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understand the invention accurately. The
examiner shall put emphasis on understanding
the technical problem to be solved and, the
technical solution for solving said technical
problem and the technical effect produced by
the technical solution, figuring out all the
essential technical features of the technical
solution, especially those which are different
from that of the background art, and
wrdersondingtne fochricalofeseraduend by
said-technical-selution-further figuring out the
improvement to the invention as compared with

the background art. Necessary notes may be
taken when reading and figuring out the
invention so as to facilitate further examination.

fuller understanding of the above will develop
during examination upon the examiner’s review
of arguments and amendments that applicant
may submit during prosecution of the
application.

41022 HEELBEHBIEX

MR A H 38 1 B AR L AR R 45 S, @
FIESC Dz an R LRy RS .

(4) i T A B A& 87 B 5 38 1 1
R REM 2 T % IR, o A 2 70 Sl AP IE
SCH Db 2N A TSR T SR A B )
MR SO A L, S ke S R SR 3k
ITVER, 2R 5% MJE BRI Bk —— ik . (H

4.10.2.2 Text of Office Action
The text of the Office Action may be drafted
in the following ways according to
circumstances and the result of the search of the
application.
(4) Where it is impossible to grant the patent
right to an application because of the lack of
novelty or inventive step, the examiner shall

AIPLA welcomes the proposed amendment
clarifying what evidence must be provided or
cited by the examiner to establish common
knowledge. AIPLA respectfully submits that the
proposed amendments do not go far enough.
Rather, if the examiner asserts that some
element of the claimed invention is “common
knowledge,” the examiner should be required
to present competent evidence establishing

13
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A O3 (R B LIE A 5 R AR
AT 2 R0 H VR 2 S A D, SRR
Xt H A B3 51 B2 R R B R AR
J87 24 R % S AH I A UE 45 T BLIE B 45 S
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N RIHRI, 38N R IEYE ¥ DAIE B o

provide his objection on novelty and inventive
step to each claim in the text of the Office
Action, first to the independent claim, and then
to the dependent claims one by one. However,
if there are too many claims or the reason of
objection is the same, the dependent claims can
be evaluated in group. It shall be pointed out in
the end that there is no substantive content to
be granted the patent right even in the
description.

The common knowledge of the art cited in
the Office Action by the examiner shall be
accurate. Where the applicant has objections to
the common knowledge cited by the examiner,
the examiner shall provide corresponding
evidence for proof state-thereasensor state the
reasons previde—eerressending—avidense—fer
proef. In the Office Action, where the examiner
takes the technical features in claims which have
made contribution over the solution of a
technical problem as common knowledge, the
evidence for proof generally shall be provided.

that the element is in fact known in the art, at
the time of making the assertion, explaining
which claim element(s) the examiner believes
that statement covers. If the examiner fails to
do so, the rejection based on “common
knowledge” should be improper, as it lacks
evidentiary support. It is simply a statement of
the examiner’s position. The concept of placing
the burden on the applicant is also flawed in
that it forces the applicant to refute the
examiner’s position even if the examiner has
failed to present competent evidence. Only if
the examiner has presented competent
evidence establishing that the subject matter
of the claimed invention is common
knowledge, thatis, known in the art, should the
burden shift to the applicant to refute the
examiner’s position.

If examiners were to be instructed by the
guidelines to assert that something is
“common knowledge” without providing
supporting evidence, invite a
piecemeal examination, in which the examiner

it would
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cites common knowledge unsupported by
evidence, the applicant then objects to the lack
of evidence, after which the examiner provides
evidence, and then the applicant would need
to argue or object that the cited evidence is
insufficient or otherwise does not support the
assertion (which would only be possible if the
examiner allowed the applicant at least two
opportunities to make observations or amend
the application documents, not merely the one
opportunity set out in the guidelines (e.g., Part
| Chapter 1, Article 2 (3)).

If the final guidelines put the burden on the
applicant to object to unsupported citations of
“common knowledge” rather than requiring
such evidentiary support to be provided with
the original citation as suggested above, AIPLA
respectfully suggests that the guidelines
provide that the applicant have at least one
additional opportunity to make observations or
amendments following the examiner’s
provision of evidence to support the citation.

EFoBoELE

Part Il Chapter 7

AIPLA commends clarifying what specific
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2. HEAKRERRESEN 2. Search Decumentatien-Resource Used in sources of patent and non-patent literature
2.1 BRBEFISCERER Examination should be searched. This should provide
S Sk

2.1 Patent Documentation ResourceUsed-in— greater consistency and uniformity.

R EF R ELRH AT PR AUEER | wtility—model—patents—the—publication—of

LRICER, HAYE. S CERICRFIINSCER] | European—patentapphications—the-international
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SCHR

LR R GRS RS (FiFk S 2F0 Bt
Y A 2R R 1 R SR A P T
rp [ LR SO BEEE (CNABS)., AL F
WEAEPE (SIPOABS). flijg e HLFZ 5|
HAEPE (DWPD. AR ZE (VEN), HE
LR A SOORRES A i 22 (CNTXT) FiE br
ERECUORBIEE (WOTXT) %,

The search of the patent documentation shall
be conducted in the procedures of substantive
examination for an invention patent application,
including: Chinese patent documentation and
foreign patent documentation.

The patent documentation databases
provided for the examiner to use in search in the
patent search and service system (abbreviated
as S System) mainly include: China Patent
Abstract Database (CNABS), World Patent

17
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Abstract Database (SIPOABS), Derwent World
Patent Index Database (DWPI), Virtual or Logical
Database (VEN), China Patent Full-Text Database
(CNTXT) and World Patent Full-text Database

(WOTXT) etc.

2.2 BFRBHEEFIE AR

B 20 D3 BRAE L M SCHR b BEAT AR R A, GBI
b RAHARE RSO . 72 S RGN H I
AT SRR (s A AR B R SR 3 EA A
PR SR B A AR B S D
PRI, AR RS TR KT

2.2 Non-Patent Literature Resource Used-in—
Search

In  addition to searching in patent
documentation, the examiner shall also search
non-patent literature. The non-patent literature
used—n—searehaccessible in the S System and
internet mainly includes foreign and domestic
scientific and technological books, periodicals,
dissertations, standards/protocols, index tools

and manuals ir-paperform-orelectronicform.

5.3 i ERRAIRAR G

W, B AR B A TR R BOR
U BEAT AL R, N N SRR R YR E
Ty e SR BN FAUL PR 5 AR S« e AR
AR A AR A ORI 25K A5 A PR E 1) 7 R 1
SE P75 5 ) A AR A B 415 Y R e 52 1 2D
HE M gk DL B A I8 AR R A SEZ Tt 9] A 1 5 S o
B 5B E 1) R R IIE S 0 2R, a2

5.3 Determining the Technical Fields to be
Searched

The examiner shall usually carry out the
search in the technical field to which the subject
matter of the application pertains. When
necessary, the scope of the search shall be
extended to the analogous technical fields in
terms of function or application. The technical
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BRI S B TR G o S R A R
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field to which the subject matter of the
application pertains is determined according to
the contents of the claims, especially the specific
function and use, as well as the corresponding
specific embodiments which are clearly
indicated. The classification symbol assigned by
an examiner which indicates the invention
information is the technical field to which the
subject matter of the application pertains. The
analogous technical fields in terms of function or
application are determined according to the
essential function or use that the subject matter
of the application as revealed in the application
documents has to possess, and not only the title
of the subject matter of the application, or the
specific function or specific application expressly
indicated in the application documents. Fer
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542 HERRER

fElE T AR R E L LG, RIS A
B3R R AR SO, B R A R
A B R LR R R %
i At e

%17 432 B A g b T S 3% g it 2o T

Eae =S
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5.4.2 Determining Search Elements

After the basic search elements have been
determined, the examiner shall, taking account
of the features of the technical fields to be
searched, determine the expressing means of
each elementin a computer search system;such

20




AIPLA Proposed Comment Table - Patent Examination Guidelines 2019-05-03

Submitted May 3, 2019

AR B AR
(BITHERD

English Translation of Draft for Public Opinion
(Marked Version)

Comments

of the correspondingsearch-elementneed-to
be taken into account, and when necessary, the
relevant generic term, specific term, other
relevant terms, and the various synonyms and—

6. M &EAEFRIFHKRER
6.2 KRTIE
A DR AR U B A, IR )P

B RS R ANY A R K P AT A 2R

D] WA 2R 48 R O X R B A ) 36 1 3 AT

Wi, EPIAFEATE 8 TR AT IR R

&t

6. Search on an Invention Application
6.2 Procedure of Search

In general, the examiner carries out the
search according to the characteristics of the
application and in the order of preliminary
search, conventional search and extended
search, reviews the search results and assesses
the novelty and inventive step until the
conditions of the termination of search
described in Section 8 of this chapter are met.

21




AIPLA Proposed Comment Table - Patent Examination Guidelines 2019-05-03

Submitted May 3, 2019

AR B AR
(BITHERD

English Translation of Draft for Public Opinion
(Marked Version)

Comments

6.2.1 1B ER
A D3NN AN L ORI DLSEREE

6.2.1 Preliminary Search
The examiner shall utilize the information

such as the applicant, the inventor and priority
etc. to search the patent family of the
application, initial/divisional application, other

SR S I [ HE L BESE/ SEHE

applications which pertain to the same or

HE A\ B B\ SRAZ 1 5 B 1 E AU A

analogous technical fields as the subject matter

[ A A 5 AR A ) L b FR 375, 34 AT LA

of the application and submitted by the

SR ER, DU BRH I B AT DU H A (1 3 e

applicant or inventor, and the examiner may also

TR GG A M A S

utilize semantic search, in order to quickly find
out the reference document which may
influence the novelty, inventive step of the
subject matter of the application.

6.2.2 B R

RIS R £ R Y U I AR A

6.2.2 Conventional Search
The conventional search is the search

AT A 2R
Pt Jag 43 AR U RV 1Y) T i £ Y T

conducted in technical fields to which the
subject matter of the application pertains.

BRI, £EIX LU PG 2R, TR B VIAL K

The technical fields to which the invention

RO b SCAF ) R e A K. DRI, o B3 o

pertains are the major technical fields of the

3 24 7 3 e AU ) o B SR P HEAT G
X FEE (1 b R A 2R ) A, N A A

subject matter of the application. There is the
greatest possibility to find the closely relevant

JITJE RAR 9 1Y) 45 A ISR SRAU (14 75 920964 T

reference documents if the search is conducted

U AGHE AR AT R, R IR E 4

in these fields. Therefore, the examiner shall
begin the search in the patent literatures in
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these fields.

s, FFAE IR AT I

As to other subject matters of the application
to which the search shall be directed, search
shall be carried out in a similar way in the
technical fields to which it pertains and in the
relevant technical fields.

If it is found that the technical fields have not
been correctly determined after the search
described in this section, the examiner shall re-
determine the technical fields and carry out
search in those fields.

623 BEE
TR 2 A T BE AU BN F R ABh 1 457

6.2.3 Extended search
The extended search is the search conducted
in analogous technical fields in terms of function

ARGUSHAT IR o
Blhn, — 1 F I SR R BR E T

or application.
For example, an independent claim of an

A P A S R R P VBTSRRI . O W

application defines a hydraulic printing machine

JFHAESE T it , AR R 2 Bl 1 (10 758 e 1] T

which uses silica-based hydraulic oil. The

B FRAE WU BV ATL T R B 5 AR Ak ey 2R AN

invention utilizes silica-based hydraulic oil to

Bt S, I 24 51 Th i SAUL Y S AR Ak, Ui

solve the problem of corrosion of the moving

A 1532 20 I o il B — RGBS R ST

parts. If no reference document can be found in

[y, B 38 N SR ADL ) S5 AR AR, ST

the technical field to which the hydraulic printing

B R E N BRI, BEAT I TR AR

machine pertains, the extended search shall be

conducted in the analogous technical fields in
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terms of function, such as the technical field to
which the general hydraulic system having the

problem of corrosion of the moving parts

pertains, or the analogous technical fields in

terms of application, such as the technical field
of specific application of hydraulic systems.

6.3 W FRIRHE
] 7 O 2R SRS 30 0 5 1B PG B AR e B

BEAG 2 H

fERG ZERE A, A 63 AT AR AR 3 A
RICHRAEAT R 51 SCHR S 49251 SRR o
A B NIB SR, PUER B — DA%
SR

6.3 Strategy of Search
The formulation of strategy of search generally

includes selection of the search system or
database, expression of basic search elements,
establishment of search string and adjustment
of the strategy of search.

In the process of search, the examiner may at
any time depend on a relevant document to

trace the citing documents, cited documents,

inventors, or applicants in order to find further

relevant documents.

6.3.1 EFR R R G RBIEE
R R RGBT, w7 51—

6.3.1 Selection of Search System or Database
The examiner generally shall take the

i B R R AR
(1) HHE Y T WU B SR A5
(2) TRHEAS Z A ) B AR AR
(3) KRR AR R 7 B 2 &

following factors into account when selecting
the search system/database:

(1) the technical fields to which the subject
matter of the application pertains;
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gt/ 4 17 e e (LI Th BE s
COREN VN, NS

(2) the nationality and year of the documents
expected to be searched;

(3) the search fields planned whichappreach
to use atthetimeof the-in search and functions
that can be provided by the search
system/database;

(4)characteristics _of the applicant, the

inventor.

632 RIAEAREESR
EARRBERNRAL LA &

6.3.2 Expression of Basic Search Elements
The form of expression of basic search

KT RBIESE . B, X TR HE I

elements mainly includes: classification symbols,

H

keywords, etc. In general, for basic search

A IEAS FRAEL N 2 P ol F 70 RS AT R
&o

FEHI Iy s FRIAIY, I EAR Y H S

elements showing the subject matter of the
application, expression with the classification

[ U R A0 3 S A R A, R PR

symbols shall take the priority.

EIE PRI R Bk $E TR RIK KRG,

In expression with classification symbols, the

S R e B A RS TR R,

examiner shall choose an appropriate

(B R [ AAAE 2 AN E R AR 0 RS,

classification system to use generally according

AT A 2R
A R B ] RIA I, 3 S e

to the characteristics of the subject matter of the
application and the characteristics of the

A B HERR I O], FEIZOP ML E L B X

classification system. Upon choosing a certain

L AR B = AR IRGE SR R R . U

classification system, the examiner shall carry on

N 78 5 2 RO R A [ 2 MR A, g

search by first using the most accurate and the

SIS AR L B8 R E | AR DEE B

most specific classification symbols. However, if
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A RO E N 78 732 R8O FR] (19 48 7] S

there are a plurality of much relevant

112 N 1 IN5-00 4 RN O N VR O£

classification symbols at the same time, the

[3 78 732 g b W - P 8T T A R (R BOR

examiner may conduct search on these together.

[ PR

In_expression with keywords, the examiner
shall begin with the most basic and the most
accurate keywords, and then improve the
expression of the keywords in three levels of
form, meaning and perspective. In terms of form,
various forms of expression of keywords should
be fully taken into account, such as different
parts of speech of English words, singular and
plural morphology, common spelling mistakes

etc.; in terms of meaning, synonymy, near

synonymy, antonym, specific and generic
concept of keywords should be fully taken into
account; and in terms of perspective, the
technical problem to be solved and the technical
effect disclosed in the description should be fully
taken into account.

6.3.3 HEKEER
B AT O3] DOBE Rl — AN AR RE R A

6.3.3 Establishment of Search String
The examiner may construct different ways of

[FlFRIA Ty A3 e, &5 FA B0 T AU

expression of the same basic search elementinto

A RGO, I8 P A ST X b AT 4

blocks, combine blocks by using logic operators

et R A G AR

to construct a search strings in connection with
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SRR, HrERASHBEMAERNR.

the characteristics of the subject matter of the

application and the status of search. The
combination manner of blocks includes search

on combination of full elements, search on

combination of partial elements, and search on
single element.

6.3.4 EHEK TR
Y DY — A T AR G 2 4 R DA )

6.3.4 Adjustment of Strategy of Search
The examiner generally shall adjust strategy of

AR 61 325 P VP A7 B S50 7 [ R RS R

search according to the search results and

F

(1) A HEIEAKS 2B I $%
B 71 O3 75 TR I S 4R 1 B BRI &

anticipated direction of assessment of novelty
and inventive step.
(1) Adjustment of the selection of basic search

ARt — D PR, SRR S B FE AR B

elements

() ARERS 2R ARG I
2 A O A R A R AR G e I R

The examiner shall change, add or reduce the basig

according to the prior artin hand and further und

invention.

RIS L SCAERT, 75 BRI AT A A R4S

(2) Adjustment of search system/database

R BTN BE, LA IO B SO ) s

If the examiner fails to obtain a reference

M PR R AR G0 Bl P
(3) HEEIEAKG RE K IR
o 7T 57 5 AR A A A% A TR I i R R A

document in a certain search system/database,
the examiner shall reselect a search
system/database according to the available

BRERNRIE, G, 8RS HRIE

search fields and function as well as the

), 3R S A ) T AL, PR

characteristic of anticipated reference

B3 B, HERA, HEE, P

documents.
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PR AR, sCE T 7 AR A Bl (8] ()

(3) Adjustment of expression of basic search

FRERMERIB MG SRS A

elements

Ry IR I, 308 3 1 S ol P S AR o (19 56

The examiner needs to adjust the expression

], FE AT A S S = AN E K

of basic search elements all the time according

BRIk,

to the search results. For example, in

adjustment of expression of classification
symbols, the examiner generally may first use
the most accurate specific group, and then the
generic _group, the main group, and even the
subclasses in succession; the examiner may also
find out new appropriate classification symbols
according to the search results or by using the

relevancy in or between the classification tables;

in adjustment of expression with keywords, the

examiner generally shall begin with the most

basic and the most accurate keywords, and then
adjust the expression in three levels of form,
meaning and perspective.

62 R+
B A A e R E i 0 B e
I NINT-AN T 4
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8. RIEHER
8.1 e RHIBRE
...... H R R 2 F T AR AR R
IR A 5 TR AT i 3045 0 45 SR B AR AR o
X —JRA NN, oA RAEE A SRS

SO P b R ER I, B 5 A AR R

FER e P AT TAS R o S IR PR P A P —

L F N 24 45 CNABS. VEN. CNTXT,

JEL G SR P DL T B ) A SR

D L WAk B 1 i 7 PR A VA= KK R A

A HBAEE (lin, {225 Bda e .
LI T AR AR A, A B S s O
f e Bl ol o b A L R SR AR P

8. Termination of Search
8.1 Limit of Search

...... The factors to be considered are the
balance of time, energy and cost spent on the
search and the expected results.

Under this principle, where the examiner
decides to terminate the search due to failure to
find reference documents, the search shall have
been at least conducted in the lowest limit
database. In general, the lowest limit database
shallinclude CNABS, VEN, CNTXT, English Full-text

Database and Chinese Journal Full-text Database.

For some applications in the specific field, specific

database of the field (for example, Chemical
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necessary, the range of English Full-text Database
can be adjusted or other non-patent literature
database can be added according to the
characteristics of fields.
Part Il Chapter 7
10. Circumstances in Which Search is Not
EoBoELE Required

10. AHREER
(4) v B F AT BRI LR A5 AR 6 i )
B SR L SE R, LECT P B A4
BRI AR N BAGESZH
R, T R A U

(4) the description and claims fail to set forth
clearly and completely the subject matters of the
application so that a person skilled in the art
cannot carry it out.

It should be noted that the examiner should

BIRT k0, 5T A 0 et

judge whether all subject matters of the

27 A T REARSC T SR, DAt T ASAgidsk

application fall into the above circumstance by

K3 AN G2 g T

understanding related background art in
appropriate way as those skilled in the art, where

necessary.

12. BERE
KRS H e8RS R, Kk

TEEA AR KRB RIS, D SRR

HEEA REERICRE L . BRIRE KL

12. Search Report
The search report is used to record the results
of the search, especially the documents which
constitute the relevant prior art, and search
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record information in relation to the search
procedure. The search report shall use the form

A AP R (L oA Y UV € L D WA R A 4 G L
PTG R LA (IR RE R L
IR AN B ST ) R 2 A2k
KA s S S I St

Ay, AR A 2R RS R LS
DA B SO i A R AR, R HL
O 2 U 2R i T R 1 B SR e B S 3L
At % T3

prescribed by the Patent Office, and it shall clearly
record the main search string of the searched

closest prior art, including database of the search

and the search expressions enforced in the
database (containing basic search element
expressions and logical operators) the—technical
keywords-ete, and accurately list the reference
documents obtained by the search with symbols

showing the level of relevance of the reference
documents with the subject
application. The examiner shall fill in all other

matter of the

items as required in the form of search report.

FEoWNEIN\E
4.11.1 M ERIFHETEERRALIE

AT AR A S, AN AL, AT
o HEVE U0 AR [ (AL 2

(1) HiE AN 3 A B L, X g
VETAEE TR T AT RE S 805 55 (R (R iy, A
1EEUE W HRIEA v] REE 32 T BRI, s
R A7 e ey, 0B 25 63 5 24 0

Part Il Chapter 8
4.11.1 Handling of Application
Continuation of Examination
After the continuation of the examination, the
examiner may handle the application in the
following ways according to the circumstances:
(1) where the applicant has made
amendments according to the observations of

after

AIPLA welcomes the proposals
interview, allowing better
between the applicant and the examiner, with
respect to formal matters and with respect to
substantive matters.

regarding
communications
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Aby AR KA 4 7 A FE BB SR L, B2
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the examiner, eliminated the defect which may
lead to rejection of the application so that the
patent right may be granted to the revised
application, if there are still some defects in the
application, the examiner shall invite the
applicant again to eliminate these defects.
Where necessary, the examiner may accelerate
the examination by an interview with the
applicant, _communication by telephone and

other means (see Section 4.12 and 4.13 of this
Chapter). {possible—the examinermayhave
ghseussionyiith-theapplicanithyieleshencinthe

I bed inSectiond- 13 of this.C .

However, no matter in what form the

amendment is proposed, the basis for the
examination shall be the written amendments
formally submitted by the applicant except that
the examiner makes amendments to the obvious
mistakes ex officio (see Sections 5.2. 4.2 and
6.2.2 of this Chapter).

4124 HE
AE S e Ak AR R T, s

AE AN - RS, AT b1 ]
PLZ)iE BE N 08, DUt s 52T . HiE A

4.12 Interview

During substantive examinationUrndersome
. ’ I .
I . i Secti 1133 (2} of thisC :

AIPLA welcomes CNIPA’s proposal to make
interviews with examiners more widely
available, believing such interviews to be
conducive to efficient and high-quality

39




AIPLA Proposed Comment Table - Patent Examination Guidelines 2019-05-03

Submitted May 3, 2019

AR B AR
(BITHERD

English Translation of Draft for Public Opinion
(Marked Version)

Comments

JRA] AER W, B, i A oA
SE RSB 2 H Y, A AT P8 R L
B 50 (et PRAR , o A DRI 2 [ R A A
et B EOR o R UL T e, & b
FIDAEAE R ER, fltn, JEad s a0,
T IRAE, XU BN A RIETE I ARG
WETHREM

the examiner may invite the applicant to have an
interview so as to accelerate the examination
procedure. The applicant may also request for
an interview. In this situation, if only the
examinerbelievesthata useful purpose will-beis
served by such an interview and it is useful to
clarify the problem, resolve disagreements and
facilitate _understanding, the request shall be
granted by the examiner.; In_some situation
otherwise, the request may be refused, for
example, both parties have fully expressed
opinions and relevant fact is identified clearly in
a_written form or by communication by

telephone etc.

examination.

4.12.1 B FSENRIFEE
é‘ /H:*/_\Eﬂg{g%_/’/:?t fEE .

I, BN T2 5E o« PR 2 HEE 5
SOE I LT R L E , S RIS B A AL

4.12.1 Conditions of Holding Interview

T . : L . .
ol . (@) . has_i | the fi
Office Action:

No matter invited by the examiner or

AIPLA commends the proposal to expand the
time during which an interview may be
requested or held, so that an interview can be
held at any time during examination.
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requested by the applicant, the interview shall
be arranged in advance by issuing Notification
o/Interview or by telephone. The duplicate copy
of the Notification of Interview or the Minutes
of Telephone Communication Concerning
Appointment of Interview shall be included in
the application file. It shall be indicated clearly
in said notification or the minutes the contents,
time and place of the interview confirmed by the
examiner. If anew documentis to be put forward
in the interview by the examiner or by the
applicant, it shall be submitted to the other
party before the interview.

4.13 BIEHERH AR

7 SE R B A AR, R A DRk
BT DL R AR AR R AR A S
FHAEALE I ) AE AT B G I 8, {Ee

7 v Ve BE A N=USe]

BRI R R tB AT DA I
=W L S A A T 5 S L A EAT

4.13 Communication by Telephone and other
means

During examination,  tFhe
examiner and the applicant may discuss the
understanding of the invention and prior art, the
problems existing in the application documents
etc. with—the applicant-by telephone and the

substantive

Wo WAER, BN ICSEAET RN
7w, R ANRIE RS,
XF - HAET B A B A 2 B

examiner may also discuss with the applicant
through video conference, email and other
means.

AIPLA commends the proposal allowing a wide

range of
examination.

communication

options during

41




AIPLA Proposed Comment Table - Patent Examination Guidelines 2019-05-03

Submitted May 3, 2019

AR B AR
(BITHERD

English Translation of Draft for Public Opinion
(Marked Version)

Comments

%, BTAES 5242 TIAE 6.2.2 Tk
FR TR I ), B A B T DK Ik S B B A R AR
BOBATIZ R . B o 2 O3 n AR HRRUAS B A 25
DAAL, oo £ 03[R S A5 ol N 28 1) 5 LI

FH A N R IE AR A2 4 i i 42 B 45 i 3
i, o A DN AR A B SO H
L.

: e — oo
I . .
cloading | . : | defects.
Where necessary, Fthe examiner shall record the
matters discussed by-telephone-and keep itin the
application file.

For the amendments agreed by the examiner
in the teleghene-conversation, which fall into the
scope as described in Sections 5.2.4.2 and 6.2.2 of
this _Chapter, the examiner may correct the
obvious mistakes ex offcio. In addition to the
amendments which can be made by the examiner

ex offcio, for the amendments agreed by the

examiner, the applicant shatusuathy-is required to
submit the formal revised documents in written

form. The examiner shall make conclusion
according to such written documents.

FoRE—E

Part Il Chapter 1

42




AIPLA Proposed Comment Table - Patent Examination Guidelines 2019-05-03

Submitted May 3, 2019

AR B AR
(BITHERD

English Translation of Draft for Public Opinion
(Marked Version)

Comments

3.12 ERHSAEBHLAGE

KUIEE St AEMIET I, AR
BTLRB ... N A= i NS Ef
FIRLHT, ... ER R S A E, A
BEHEIR T L AR

(BFE, R B A 2 R R R A
JH BIBEHE 14 K PN (9 AR 73 128 8l SR AT
A Y, DA PAH S gt o5 28 GO B
LR T LR

3. 1. 2 Inventions-Creations Contrary to Social
Morality

Where an invention-creation is contrary to
social morality, it shall not be granted a patent
right. ....... use of human embryos for industrial or
commercial purposes, ... inventions-creations
are contrary to social morality and thus shall not
be granted patent rights.

However, if the invention-creation utilizes
human embryos, within 14 days of fertilization
without development in vivo, to separate or
obtain stem cells, it shall not be rejected from
grant of patent right for the reason of being
“contrary to social morality”.

E_BoE+E
R As T AL s AT

T 3T 9 1T AN 17 u%ﬁf 435 Egﬁg %%l
B A —

Part Il Chapter 10
B I . ‘| .
aRd——preparingacthed—thereaishall—reite
| o .

9.1.1.12 8 F B AL B BRI A
AbF BT AR B I B AR, BLFE

9.1.1.21 Human Body at the Various Stages of
Its Formation and Development

43




AIPLA Proposed Comment Table - Patent Examination Guidelines 2019-05-03

Submitted May 3, 2019

AERE A
(BITHERD

English Translation of Draft for Public Opinion
(Marked Version)

Comments

NHIAFEANL . SZHEO0 . IEG S Mk, )8 T
BRNE S T2k 5 — FOE AN BERER T L F
BURA Y . ARG T4 AN & T Ab T % A

TR R B B BU AR,
9.1.1.23 3 FE Z K F i fE BHFETRNE
R8I &

The human body, at the various stages of its
formation and development, including a germ
cell, an oosperm, an embryo and an entire
human body shall not be granted the patent
right in accordance with the provisions of
Article 5. 1. The embryonic stem cell of human
beings do not belong to human body at the
various stages of formation and development.

2 Inventions-Creations Mentioned in Article 5.2

OB E=F
3.3 THEFHRSEE SRR FIERE

(5) TR DL 2 H A5 B JE 280 7 B
1, RS UESEIN, I 25 S 3R A2 I A
FARBLI o 36T W1 B 5 i 2 6 7 2
BEATBORTT XS UR, B BRI 2%
ARG BSOS A BOR T %8, IFEAT EE
Byt T ANIBL T R/ EEHEAT T L,
8724 H AR IR 5 52 T MR LSO A FR AR ORI
P Bl T R s 77 S AR, FFREAT
EEE 3T o 040, 35 SR AT X L Rk Es — 4 =
R = TR E T B R A 2 X
PN EiLERS TR SEA= P/ v R 5 75 U
FR1F B SCATE DL BROOnS B S 445 5 0] FE X

Part IV Chapter 3

3.3 Scope, Causes and Evidence of a Request
for Invalidation

(5) The petitioner shall explain the causes for
invalidation concretely, making reference to all
the evidence if applicable. For an invention or
utility model patent, if a comparison of technical
solutions is required, a specific description shall
be given to the relevant technical solutions in
the patent concerned and the reference
documents, comparative analysis shall be made
in that regard. For a design patent, if a
comparison is required, a specific description
shall be given to the product designs as shown in
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the drawings or photographs of the patent
concerned and the reference documents,
comparative analysis shall be made in that
regard. For example, where the request for
invalidation is based on Article 22.3 and more
than one reference document is submitted, the
petitioner shall indicate which one is the closest
to the patent to be requested for invalidation,
state whether the reference documents are
used separately or in combination, give a specific
description to the technical solutions in the
patent concerned and the reference documents,
and make comparative analysis. If they are used
in combination and there exist two or more
possibilities of combination, the specifie-most
important _manner of combination shall be
indicated-compared and analyzed at first. If the
most important manner of combination is not
clear, the manner of combination of the first
group of reference documents is tacitly
approved as the most important manner of
combination. For different independent claims,
the respective closest reference document may
be indicated separately.
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3. BENHNRESSIRESR Examination

34-HERIRF 3. Verification of Application Documents and

— Preparation of Substantive Examination

25
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: " I o
sehserned—ant—rith—the—apprevel—ai—the
- . € tha D Office. -
Faey—he—eentucied  frstand—handled—ysith
oritvinthel - lings: (2)

FAMHELE HR, FHEE. Pk,
B AR
8. HEMIGF
8.1 —fig /=
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Part V Chapter 7 Time Limit, Restoration of

Right and, Suspension of Procedure, and Order

of Examination

8. Order of Examination 8.1 General principles
In general, for the patent application of

T8, FRO 247 MR PR SR I 5l i IS R 2

invention, utility model and design, preliminary

B0 o s X TR B A A, — O 2 1 R

examination shall be started according to the

3 H S o e A 3 SR 14 5t S IR I 2 S5

order of filing of the application; for the

& HAHE RERAL

invention patent application, in general,
substantive examination shall be started
according to the order of filing of request for the
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substantive examination; unless otherwise

provided,

8.2 fLAEHE
Xt [ 5K ) 2 B A FE ) s B B KR

8.2 Examination with Priority
For applications having great significance to

R F A, P R A\ B 3 A TR SR

the interest of the State or to the public interest,

et )e, AT APCSEH &, FELERE S ) 5 A

upon request of the applicant or the competent

U A DX l¥int (S8
B, [Al— A AR H IR L D X

authorities concerned and with the approval,
examination may be conducted with priority and

(R 8 P 0 B FE A e P R S R e

handled with priority in the later examination

fy, et I A ) R B L R S — AN TR e

proceedings.

GRS

However, where an applicant files on the
same day (meaning the date of filing)
applications for both patent for utility model and
patent for invention relating to the identical
invention-creation,

the examination for the
invention patent application shall not be
conducted with priority.

AIPLA welcomes CNIPA’s proposal to provide a
mechanism to prioritize examination of
applications, including by request of the
applicant. This amendment brings Chinese
practice more closely into alignment with
international standards of examination.

8.3 WEREE
HE AT DU Y SR A iR . K%

8.3_Examination with Delay
The applicant may submit the request for the

AHEIR §1 AAE K, W2 i N ARG Y S5

examination with delay. The request for the

B i SR AN Rl 4 Y, B8 B R B SR

examination with delay for the invention patent

B A 17 K [ S0 A SR AR A AR ARG

should be filed at the same time that the

S B AN A BT SR A SR, 2

applicant files the request for substantive

AIPLA welcomes CNIPA’s proposal to provide a
mechanism to delay examination of
applications. This amendment brings Chinese
practice more closely into alignment with
international standards of examination.
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examination, but the request for the

P . SEIR HAPR A [ § Y SEIR H 245 SR A

examination with delay for the invention patent

R HlE 14, 2 i3 F. GEIR IR i

comes into effect as of the date when the

IEPIAL it A S o A S P U o )

request for substantive examination comes into

PAEAT R A o SRR, I AR A SEIR B

effect; the request for the examination with

A RMAARIE

delay for the utility model and design should be
submitted at the same time that the applicant
files the utility model application and design
application. The time of delay is one year, two
years or three years from the date on which the
request for the examination with delay is filed.
After the expiration of the above time of delay,
the application will be examined in order. When
necessary, the Patent Office may start the
examination procedure on the initiative of the
Patent Office, and the request for the
examination with delay submitted by the

applicant is deemed to have not been filed.

8.4 EHEBHITEZN
Xt AR B AT 8 2 S5 A AR

8.4 Initiative of the Patent Office
For applications of which the substantive

i, AreARdehbi.

examination is started on the initiative of the

Patent Office, examination may be conducted

with priority.

49




AIPLA Proposed Comment Table - Patent Examination Guidelines 2019-05-03

Submitted May 3, 2019

AR B AR
(BITHERD

English Translation of Draft for Public Opinion
(Marked Version)

Comments

FEMPE_E THER

Part V Chapter 2 Patent fee

7. BERERNAT
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7. Supplemental Information for Payment

Where the fees are paid by postal or ban
remittance without the required information of
payment, the party concerned shall supplement
the information according to the regulations of thg

AEME T AR R . 2 HANTEANE

Bm A TEm, LEAR R e B
B2 HA%EH .

e S3 3} —

patent office on the day of the remittanceean

remittanee, the party concerned can provide the
complete information once more, and the day on
which the complete information is provided shal
be the date of payment.

, I it . ‘ .
stipslemenial—the—pory—sencemmed—shallzrovidd
the-copyemeney-srdersithe-banlcerareuche|

£ 1 . _y licati I
{orpatent numberthe title andamountofeach
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the-amount of the fee and money order number
etc.

| ¢ . _the ti ¢ o]
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