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Mr. Lv Dejun
State Intellectual Property Office, Legal Affairs Department
- People’s Republic of China

via email <tiaofasi@sipo.gov.cn>

Re:  Comments on the Draft Amendments of the Guidelines for Patent Examination (For Public
Comment)
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Dear Mr. Ly,
BB EE S,

The American Intellectual Property Law Association (AIPLA) appreciates the opportunity to
comment on the proposed amendments to the State Intellectual Property Office (SIPO)
Guidelines for Patent Examination (the Guidelines), and attach a chart listing our detailed
comments, some of which are also summarized below.
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AIPLA is a national bar association of approximately 14,000 members who are primarily
lawyers engaged in private or corporate practice, in government service, and in the academic
community. AIPLA members represent a wide and diverse spectrum of individuals, companies,
and institutions involved directly or indirectly in the practice of patent, trademark,
copyright, trade secret, and unfair competition law, as well as other fields of law
affecting intellectual property. Our members represent both owners and users of intellectual
property. Our mission includes helping establish and maintain fair and effective laws and
policies that stimulate and reward invention while balancing the public’s interest in
healthy competition, reasonable costs, and basic fairness
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AIPLA generally commends and welcomes the proposed amendments as they will generally improve
Chinese patent examination practice by bringing Chinese practice more closely into alignment
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open and transparent, and clearer in some aspects. The proposed amendments respond
positively to some requests from the patent applicants, with a view to balance the interests
of the applicants and the public. Of course, we suggest that some aspects of the guidelines
can still be further improved, as detailed in the attached Chart and summarized below.
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AIPLA commends the inclusion of the new example in Part II, Chapter 1, section 4.2, and
believes this example is helpful to clarify that a claim that includes a business rule or
method is patentable under Article 25 provided that the claim includes technical features
such that, when viewed as a whole, it is not merely a claim to the business rule or method.
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ATPLA commends the proposed insertion of “per se” in Part II, Chapter 9, section 2(1).
Although the insertion of “per se” clarifies this section, AIPLA suggests that this
section could be further clarified by including an affirmative acknowledgement that claims
drafted in computer—readable medium plus computer program process format are permissible. To
this end, AIPLA proposes a statement as detailed in the attached Chart for possible
inclusion in the amendments to this section.
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AIPLA agrees with the proposed deletion of Example 9 in Part II, Chapter 9, section 3. AIPLA
considers that it would be very helpful to both applicants and Examiners to include an
example of an invention claimed in computer-readable medium plus computer program process
format that would be considered permissible and subject matter eligible in view of the
amendments to Section 2 of Chapter 9. AIPLA also considers it helpful to clarify whether
computer readable medium includes transitory mediums (transmission over a network) by way of
an example.
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AIPLA commends the important amendments to Part II, Chapter 9, section 5.2, as these
amendments allow significantly greater flexibility in proper claiming of inventions relating
to computer programs, and improve the clarity of this section.
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AIPLA is encouraged by the fact that the proposed amendments to Part II, Chapter 10,
paragraph 3.4 and the addition of paragraph 3.5 will aid Examiners with appropriate
consideration of supplemental data submitted after the date of filing when determining
sufficiency of disclosure under Article 26(3). However, AIPLA suggests further
clarification be made as to what data is acceptable or not acceptable, and offer alternative
language as an example. AIPLA further observes that new paragraph 3.5 as proposed only
clearly applies to examination under Article 26(3) in the chemical art. AIPLA believes the
same guideline should be consistently applied for examination in all art fields and under
Articles 22(3), 26(3), and 26(4). AIPLA encourages further amending the Guidelines to
expressly allow consideration of post-filing data for assessing compliance with all relevant
Articles of the Patent Law regardless of the subject matter of the invention. For example, a
more general section may be added to provide that the Examiner shall consider experimental
data submitted after the date of filing for compliance with all requirements for
patentability under the Patent Law, including Article 22(3), Article 26(3), Article 26(4),
and other articles. It is noted that almost all jurisdictions around the world permit the
use of post-filing data to support inventive step, provided there is some support in the
disclosure of the application for the property or technical effect that is proven with the
post—filing data
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AIPLA is encouraged by the proposed amendments to Part IV, Chapter 3, which provide that
during invalidation proceedings the patentee can amend an issued claim by incorporating
technical features recited in other issued claims. However, the proposed amendments do not
provide additional time to allow the petitioner to submit additional evidence directed to
the claims amended by the patentee. AIPLA observes that in some situations, the petitioner
may not have previously provided evidence related to that particular technical feature

ATPLA recommends that in such situations, the petitioner should be given an opportunity (and
additional time) to submit additional evidence, and has proposed further amendments to
paragraph 4.3.1. (2) (i) of this Chapter.
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AIPLA commends the amendments to Part IV, Chapter 3, sections 4.2, 4.6.2 and 4.6.3, as they
broaden the permissible claim amendment during invalidation proceedings, and allow
correction of obvious mistakes in the patent specification in such proceedings. It is noted
that amendments under paragraph 4.6.2 relate only to amendments under invalidation
proceedings, and do not modify current procedure for ex parte prosecution. AIPLA commends
the increased flexibility in amending issued patents and appreciate SIPO’s efforts to strike
a balance between the patentee’s interests and the public interests. However, consistent
with the current practice of other major patent offices around the world, such as USPTO,

EPO, and UKIPA, AIPLA recommends that during an invalidation proceeding, the patentee be
allowed to incorporate into an issued claim not only technical features recited in another
issued claim but also technical features described in the original disclosure. This would
improve harmonization among the major patent offices. A balance between the interests of the
patentee and the interests of the public and the public notice function of patent claims can
still be maintained by limiting a third party’s infringement liability to infringing
activities occurred after the public has been given notice of the amended claim. Thus, AIPLA
suggests further amendment to section 4.6.2, as detailed in the attached Chart.
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AIPLA commends the proposed amendments in Part V, Chapter 4 and SIPO’s efforts to improve
both public access to examination documents and transparency of the patent examination
process. AIPLA encourages further improvements in public access and transparency of patent
examination, such as providing online access to patent prosecution documents as USPTO and
EPO currently do
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AIPLA commends the proposed amendments in Part V, Chapter 7 and SIPO’s efforts to align SIPO
practice with court orders or notices, as these amendments will reduce potential conflict
between SIPO proceedings and court proceedings, thereby improving consistency and public
confidence in China’s legal system.
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We appreciate the opportunity to provide these comments on the proposed changes to the SIPO
patent examination guidelines, and we would be happy to answer any questions that our
comments may raise.
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Sincerely,

A <« Hiz s,

Mark L. Whitaker
President
American Intellectual Property Law Association
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DRAFT AMENDMENT OF GUIDELINES FOR PATENT EXAMINATION (For
Public Comment) - COMPARISON CHART

(ERasEERER (ERERLFTE) ) Draft Amendment Of Guidelines For Patent Examination AIPLA Comments

Part 11. Chapter 1
BE
4.2 B INESFI AN TT % 4.2 Rules and Methods for Mental Activities

BINES), R AWE4EEz), TIET AR | "Mental activities” refer to human's thinking movements. They

By, e, AR A MR ISR, | originate from human's thinking, and produce abstract results

B A N B 4EE SN N, [MEE | through inference, analysis and judgment, or, via human's thinking

AT B Ag 2. movement, produce results by indirectly acting on the nature.

(2) BT bk (1) PFrfidpiE 24, | (2) Except the cases described above in point (1), if a claim in its

T S — TR R B SR 7E 0 AT BR 8 A3 25 | whole contents contains not only matter of rule or method for

BEAL & iEsh R R L A 25, B8 | mental activities but also technical features, then the claim,

AREFE, TZACR B R AR 5 H A2 — M | viewed as a whole, is not a rule or method for mental activities,

JRG BRI 735, AR SR R 25 =+ | and shall not be excluded from patentability under Article 25.
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[Example]

If a business method claim contains both contents related to rules

Fe M AR T R B P 7, A 5 AR FAIE

and methods of business, and technical characteristics, the claim

YA =24 4 e VR 2 — - T SRR L3RS

shall not be excluded from patentable subject matter under Article

L RBL ) AT BETE -

25 of the Patent Law.

AIPLA commends the inclusion of this example because it
underscores the existing statement in Section 4.2(2) that the
claim must be viewed as a whole. Specifically, AIPLA
believes this example is helpful to show that, as with claims
including rules or methods of mental activities, a claim that
includes a business rule or method should be patentable under
Article 25 provided that the claim includes technical features
such that, when viewed as a whole, it is not merely a claim to
the business rule or method.
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Part Il. Chapter 9

2. Examination Criteria of Invention Applications Relating to
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Computer Programs

Examination shall focus on solutions for which protection is
sought for, i. e., solutions defined by each claim.

(2) If a claim merely relates to an algorithm, or mathematical
computing rules, or computer programs per se, or computer
programs per se recorded in mediums (such as tapes, discs, optical
discs, magnetic optical discs, ROM, PROM, VCD, DVD, or other
computer-readable mediums), or rules or methods for games, etc.,
it falls into the scope of the rules and methods for mental activities
and does not constitute the subject matter for which patent
protection may be sought.

If all the contents of a claim, except its title of the subject matter,
...... does not constitute patentable subject matter.

For example, computer-readable storage medium or a product of
computer program that is merely defined by recorded program per.
se, or devices for computer games, etc., which are merely defined
by game rules and does not include any technical features, e. g.,
those do not include any physical entity, does not constitute the

subject matter of patent protection because it essentially merely

AIPLA commends the proposed insertion of “per se” in this
section, thereby removing the inference that inventions
relating to computer programs, including claims drafted in
computer-readable medium plus computer program process
format, are excluded from patentability.
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Although the insertion of “per se” clarifies this section,
AIPLA suggests that Section 2 of Chapter 9 could be further
clarified by including an affirmative acknowledgement that
claims drafted in computer-readable medium plus computer
program process format are permissible . A clear
acknowledgement of this is currently present in the SIPO

notes to the proposed amendments to this Section, but not in
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relates to rules and methods for mental activities. However, the
claimed medium in an patent application relating to physical
characteristics improvement thereof, for example, layer
composition, magic channel spacing, materials, etc., does not fall

into the cases mentioned above.

the amendments themselves. AIPLA proposes the following
statement for possible inclusion in the amendments to this
Section:

“Claims drafted in computer-readable medium plus computer

program process format are permissible and are subject matter

eligible provided that the computer program process includes

technical features such that, when viewed as a whole, it does

not merely relate to rules and methods for mental activities.”
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Part 11. Chapter 9

3. Examination Examples for Invention Applications Relating to
Computer Programs

The following are examination examples for invention
applications relating to computer programs based on the above
examination criteria.

(3) Invention applications relating to computer programs which do
not solve technical problems, or do not utilize technical means, or
do not obtain technical effects, are not technical solutions as
provided for in Article 2. 2, and therefore are not subject matter of
patent protection.

[ Example 8] ...... this invention application is not the technical
solution as provided for in Article 2.2 and is not the subject matter

of patenting protection.

AIPLA agrees with the proposed deletion of Example 9 as not
providing clear guidance on subject matter eligibility. In
place of this example, AIPLA considers that it would be very
helpful to both applicants and Examiners to include an
example of an invention claimed in computer-readable
medium plus computer program process format that would be
considered permissible and subject matter eligible in view of
the amendments to Section 2 of Chapter 9. AIPLA also
considers it helpful to clarify whether computer readable
medium includes transitory mediums (transmission over a

network) by way of an example.
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Part Il. Chapter 9

5.2 Drafting of Claims

The claims of an invention application relating to computer
programs may be drafted as process claim or product claim, e.g.,
the apparatus for executing the process. No matter what kind of
claim it is drafted as, the claim shall be supported by the
description, represent the technical solution of the invention in its
entirety and outline the essential technical features for resolving
the technical problems, and shall not only generally describe the
functions of the computer program and the effects those functions
can produce. If it is drafted as a process claim, the various
functions to be performed by the computer program and the way
to perform the functions shall be described in detail according to
the steps of the process. If it is drafted as an apparatus claim, the
various component parts and the connections among them shall be

specified, where the component parts may include not only

hardware but also software.

If an apparatus claim is drafted on the basis of computer program

flow completely and according to the way completely identical

AIPLA commends these important amendments, which
provide:

1) software invention apparatus claims are not limited to only
claims to the apparatus for executing the process; and

2) the component parts recited in such an apparatus claim may
be not only hardware but also software. The amendments
allow significantly greater flexibility in proper claiming of
inventions relating to computer programs, and improve the
clarity of this section.
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with and corresponding to each step in the said computer program
flow, or according to the way completely identical with and
corresponding to the process claim reflecting the said computer
program flow, i.e., each component in the apparatus claim
completely corresponds to each step in the said computer program
flow or each step in the said process claim, then each component
in the apparatus claim shall be regarded as program modules
which are required to be built to realize each step in the said
computer program flow or each step in the said method. The
apparatus claim defined by such a group of program modules shall
be regarded as the program  module architecture to realize the
said solution mainly through the computer program described in

the description rather than entity devices to realize the said

solution mainly through hardware.

AIPLA also supports the proposed amendment to replace

“function module” with “program module” for clarity.

AIPLA X ThaEE S R TR FER,

E-HAETE
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Part 1. Chapter 10

3.4 Specific Mode for Carrying Out the Invention
Chemistry is an experimental science, and a number of inventions

in this field need to be verified by experimentation, therefore, the

AIPLA is encouraged by the fact that the proposed

amendment will aid Examiners with appropriate consideration
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description generally shall include embodiments, in case of an
invention of a product, for instance, those which specifically show
how to make the product and how to use it.

The number of embodiments needed in the description depends on
the extent to which the technical features are generalized in the
claim, such as the extent of generalization of parallel alternative
elements and the range of selected values of data. The number of
embodiments needed in a chemical invention varies depending on
the nature and specific fields of technology of the invention. As a
general rule, there shall be a sufficient number of embodiments
for a person skilled in the art to understand how to carry out the
invention and to assess that the invention can be carried out and
achieve the effect as expected through the whole of the scope

defined by the claims.

3.5 Post-filing Supplemental Data

{2Whether or not the description is sufficient is judged on the
basis of the disclosure contained in the initial description and
claims.

The Examiner shall examine supplemental experimental data

of supplemental data when determining the sufficiency of the
disclosure under Article 26(3) and support of the breadth of
the claims under 26(4), in accordance with the clarification
published by the SIPO Patent Affairs Administration
Department in December 2013. It is noted, however, that
the statement “should be obtainable from the disclosure of the
patent application . . .” may be confusing when determining
what data is acceptable or not acceptable. We suggest an
alternative statement as an example of how the focus might be
shifted to examining all data as stated in the draft, and then to
judge how persuasive or not the data is in determining if the
Applicant was in possession of the claimed invention and has
described it well enough for the skilled person to make and
use the invention, as follows:

“3.5 Supplementary Experimental Data

Whether or not the description is sufficient is judged

on the basis of the disclosure contained in the initial

description, figures and claims and on whether that

disclosure describes how to make and use the

claimed invention so that the person skilled in the art
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submitted after the date of filing. The technical effects proven

2 1 T I AR U FARN 5 4 LA HE A

by the supplemental data should be obtainable from the disclosure

T A A BB E .

in the patent application by the person skilled in the art.

can achieve the technical solution.

Examiner shall examine experimental data submitted
after the date of filing. The technical effect proven
by the supplementary experimental data should be
ebtainable disclosed by or inherently flow from the

disclosure in the patent application by-the—persen
skied—in-the—art. The supplementary experimental

data should be considered to the extent it supports

the technical effect or other assertions made in the

disclosure of the application.

X EANES 10 B 3.4 BAIBEAETIE N 3. 5 BLfE
ATPLA 52 23 o JX SEAB SCR AT B T8 & 04, 4% R STPO 2013
12 ARFREMUY, IR LFNELE 26 (3) KifE L
TF I FE PR FARAE 3 26 (4) FKSZRFBURIESR 1)
JEI & 225 FEAE Fii H 2 S SR ac b e idle . SAT, A5
FERME, R NEFRIRE R ATF AR IRAG - i
AR 2 TE 0 8 14 B 2 P 2 52 B0 AN T 2 52 B 3 R
Vo NI, FATRMAARSGHEEW, HEABIFEERE
HllE, SR J5 B 15 A BUIR DR 1 R AR S A
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AIPLA further observes that new Section 3.5 as written only clearly
applies for examination under Article 26(3) of inventions in the
chemical art, but that the same questions are pertinent for
examination under Article 26(4), (support for the breadth of the

claims), and Article 22(3), (inventiveness), in different fields of
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invention. AIPLA encourages further amending the Guidelines to
expressly allow consideration of post-filing data for assessing
compliance with all relevant Articles of the Patent Law regardless of
the subject matter of the invention. For example, a more general
section may be added to provide that the Examiner shall consider
experimental data submitted after the date of filing for compliance
with all requirements for patentability under the Patent Law,
including Article 22(3), Article 26(3), Article 26(4), and other
articles.  For example, it is noted that almost all jurisdictions
around the world permit the use of post-filing data to support
inventive step, provided there is some support in the disclosure of the
application for the property or technical effect that is proven with the
post-filing data.

ATPLA HE—2B45 H, B0 3. 5 1 U I AfIE T 485 26(3)
AR R B A A, (BRI A 1 0 Y TR A 5
26 (4) 3K GIFRFRRZERMT D » 522 (3) 3K (Al
P, BURFEIRBUS R . ATPLA Bt — BT 5
B, B RV VRN B AT & B RNE I TR A ORI %
RS H Z R 1R A, Joe A MR e andr. i,
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Part IV. Chapter 3

4.2 Addition of Causes for Invalidation

(1) Where the petitioner raises additional causes for invalidation
within one month from the date of submitting the request, he shall
explain the causes concretely within this period; otherwise the
Patent Reexamination Board will not take them into account.

(2) Where the petitioner raises additional causes for invalidation
after one month from the date of submitting the request, generally

the Patent Reexamination Board will not take them into account,

12
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unless in any of the following circumstances:

(i) for claims amended by way of other than deletion by the

patentee , addition of causes for invalidation in view of the
amendment is made within the time limit specified by the Patent
Reexamination Board, and the added causes are explained
concretely within the time limit; or

(ii) the addition is to change the causes for invalidation which are

obviously inappropriate to the evidence submitted.

FOWBHE=F

431 ERAZIE

(1) WERANERE T E SR Bl —1
HWFNFUESE I, L2 7E 2 IR A 455 i 3 HL
UMM TR E S, {50, ERHEFE
REATHE.

(2) RN M TERE R HE—
HIEH TSR, TRRHE RS BATHE,
H R SIS T BRSb

Part IV. Chapter 3

4. 3. 1 Presenting Evidence by the Petitioner

(1) Where the petitioner presents additional evidence within one
month from the date of filing the request for invalidation, he shall
explain concretely the relevant causes for invalidation with
reference to the additional evidence within this period; otherwise
the Patent Reexamination Board will not take it into account.

(2) Where the petitioner presents additional evidence after one
month from the date of filing the request for invalidation,
generally the Patent Reexamination Board will not take it into

account, unless in any of the following cases:

AIPLA is encouraged by the proposed amendments to Part IV,
Chapter 3, which provide that during invalidation proceedings
the patentee can amend an issued claim by incorporating
technical features recited in other issued claims. However, the
proposed amendments to the Guidelines do not provide
additional time to allow the petitioner to submit additional
evidence directed to the claims amended by the patentee. The
SIPO’s notes on the proposed amendments explained that as
the incorporated technical features are previously recited in the
issued claims and are not newly introduced features, there is no
need to provide additional evidence. AIPLA observes that in

some situations, e.g., when one of the incorporated technical

13




Prepared by AIPLA

11/28/2016

() BEXEABASELZ MBI, W RNAELRE
W2 i E IR A AN TSRS, JRAE TR A
255 IESE BAR U AR SR e R S B

(i) 75 P13k B FBEL 28 45 R 4R A8 HOR ] gt
TR AN R 555 T T SR U 1 24 R0 IR
PEAE 8 B F T 58 e 4 258 TE 3R A IE S
JEAFSEAES, JRAEIZIYIBR A 45 & e 3 B A
MR E S E .
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(i) concerning counter-evidence presented by the patentee, the
petitioner presents additional evidence within the time limit
specified by the Patent Reexamination Board, and explain the
relevant causes concretely with reference to the additional
evidence within this period;
(ii) by the closure of oral proceedings, the petitioner presents such
evidence of common knowledge in the skilled art as those in a
technical dictionary, technical manual, or textbook, or such
complementary evidence for meeting the legal requirement for
evidence as a notarial document or the original, and explain the
relevant causes concretely with reference to the additional
evidence within the period; or

(3) where the petitioner presents evidence in a foreign language,
the time limit for submitting the Chinese translation thereof is the

same as that for presenting the evidence.

features is taken from a claim that is not in dispute in the
invalidation procedure, the petitioner may not have previously
provided evidence related to that particular technical feature.
AIPLA recommends that in such situations, the petitioner
should be given an opportunity (and additional time) to submit
additional evidence.

ATPLA 5 55 VU873 55 = & (LB AT T B . 1223
E, ELEEREYIE, EABNATBOE A A 2
BB LR A T il (B ARRFAE R AZ 2 23R BB 22
Ko SR, X8 B RN BUEIT A SR BLAAT H I 18] S8V
RNFEACE R L FIBNAE IE IR ZSR I BSMESE . STPO
KT Pk R E s w WIRE, i T I A AIEORRHIE S 1T
FE BB 23R rp A1 28 9 HAS B 5T HHRFE,
AT SR AEAAMEIEYE . ATPLA WLSEE], 7E LBl R,
140 24 iy 35 NI HR R E 2 — R B E RO R A 4+
BRI RIS, 15 SR T R S Al A B4 55 12000 18 BOR e
AEAHSRAESE . ATPLA @3, ERXFELL T, HRANA
Blex CRVERAMEIISTA]D $@ 58 H A e «

If the Guidelines adopt AIPLA’s recommendation in the next

14
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section regarding allowing the patentee to amend an issued
claim by incorporating technical features described in the
disclosure of the application, the petitioner should be given
more time to address the newly introduced technical feature(s)
by presenting additional reasons and submitting additional

evidence.

UWRARFE R — R T AIPLA (I8, B favr LRI
NI AN AU B P R 8BRS AERAZ 25 AL IR
BR, T RANZAT B 2 I (AL I £ LR A A ) 3 A g
AEAA M IUESE R A DB 5N BRI -

Thus, AIPLA suggests revising the proposed section
4.3.1.(2)(i) as follows:

“(i) concerning claims amended or counter-evidence

presented by the patentee, the petitioner presents additional
evidence within the time limit specified by the Patent
Reexamination Board, and explain the relevant causes

concretely with reference to the amended claims or the

additional evidence within this period,;

Kk, ATPLA ZEYUBITHINAIEE 4.3.1 (2) (i) &R
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Part IV. Chapter 3

4. 6. 2 Manners of Amendment
Subject to the above principles of amendments, the specific
manners of amendment are generally limited to deletion of a

claim, deletion of a technical solution, further defining a claim,

and correction of obvious errors.

Deletion of a claim means one (or more) claim, such as an
independent claim or a dependent claim, is removed from the
claims.

Deletion of a technical solution means to remove one or more
technical solutions from several parallel technical solutions
defined in the same claim.

Further defining a claim means adding one or more technical

A AN AR R AL B — A 8 2 A HOREE

characteristics recited in another claim, to narrow the scope of the

fit, VAZa/RE .

claim.

It is noted that amendments under this section relate only to
amendments under invalidation proceedings, and do not
modify current procedure for ex parte prosecution. The
amendments in sections 4.2, 4.6.2 and 4.6.3, broaden the
permissible claim amendment during invalidation proceedings,
and allow correction of obvious mistakes in the patent
specification. AIPLA commends the increased flexibility in
amending issued patents and appreciate SIPO’s efforts to strike
a balance between the patentee’s interests and the public
interests. However, consistent with the current practice of other
major patent offices around the world, such as USPTO, EPO,
and UKIPA, AIPLA recommends that during an invalidation
proceeding, the patentee be allowed to incorporate into an

issued claim not only technical features recited in another

16
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issued claim but also technical features described in the
original disclosure. This would improve harmonization among
the major patent offices. A balance between the interests of the
patentee and the interests of the public and the public notice
function of patent claims can still be maintained by limiting
third party’s infringement liability to infringing activities
occurred after the public has been given notice of the amended
claim.

FRATE R BIAT (B U K BT B Fr A BUR 5K
MBS, WIOFRAH SR H AT IR R S &P, 55 4.2
. B 4.6.2 TR 4. 6.3 WINMBBUBGE T ETRAR
B R ZE R B PR, I B o Ve 00 50 B 45 b B 5
HR. ATPLA BEFEEIE SURBE I REE,  IF HAE 5
STPO £V & MBI A 23 5 2 AR 2 7 T i 4 LY 1R 8%
1o A, ETHALEEEELFE (I USPTO, EPO K
UKIPA) H AT # AT S, AIPLA BETE TR Pl fE o,
AL SCVF L AABNAE S BN R BN 73 AN
BRI ER AR BORRHIE, T H ARV 46 2 7 B
BIBORNFE, DA 5 8 32 85 A Ry 22 8] ) — Bk
N AR =TT AT PR 1) BIFERUR ERABE A IR 2 5K
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Thus, AIPLA suggests that the last paragraph of Section 4.6.2

be revised as follows:

“Further defining a claim means adding one or more
technical characteristics recited in another claim or _in the

specification as originally filed, to narrow the scope of the

claim.”

Rl ATPLA #UUES 4. 6. 2 THIER G —BAE L FME L

BRI EE SR E— A IRGE AR AR BUR ZE R oAb A LAt
B 3R v B 46 O S R A — A BE 2O
fit, CAZa/MRyTEE.

FOPHE=F

4.6.3 1B R H X RH
LR H L RN A REZAT, LA

Part IV. Chapter 3

4. 6. 3 Restrictions to Manners of Amendment

Before the Patent Reexamination Board makes a decision on the

18
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request for invalidation, the patentee may either delete a claim or
delete a technical solution contained in a claim.
The patentee may amend the claims by the way of

other than deletion within the time limit for response only in one

of the following circumstances:

(1) in response to the request for invalidation;

(2) in response to causes for invalidation or evidence added by
the petitioner;

(3) in response to causes for invalidation or evidence not
mentioned by the petitioner but introduced by the Patent

Reexamination Board.

FERHIFETE

52 A ERNEFNAR
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HI A S8 BT R AR LB T R B, ISR IR A
B AREE N AT L (5 A2 1% % 1) R 1S 36 Y
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Part V. Chapter 4

5.2 Contents Allowed for Consultation and Photocopying

(1) For a patent application for invention before publication and a
patent application for utility model or design before the
announcement of the grant of patent right, the applicant or agent
thereof may consult or photocopy the relevant contents in the said
patent application files, including the application documents, the

formality documents directly relating to the application,

The proposed amendments in Part V, Chapter 4 provide
increased and timely public access to additional patent
examination documents issued by SIPO. AIPLA commends
SIPO’s efforts to improve both public access to examination
documents and transparency of the patent examination
process. AIPLA encourages further improvements in public

access and transparency of patent examination, such as

providing online access to patent prosecution documents as
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notifications and decisions sent to the applicant in the preliminary
examination procedure, and the text of the observations submitted
by the applicant in response to the notifications;

(2) for the file of a patent application for invention which has been
published and whose grant of patent right has not been announced,
the contents in the file which may be consulted and copied,
including the application documents, formality documents directly
relating to the application, publication documents, notifications
and decisions sent to the applicant in the preliminary examination
procedure and the text of the observations submitted by the

applicant in response to the notifications, and notifications, search

reports and decisions issued to the applicant during substantive
examination;

(3) for the file of a patent application for which grant of patent
right has been announced, the contents in the file which may be
consulted and copied include the application documents, the
formality documents directly relating to the application, pamphlet
of patent application for invention, pamphlet of patent for
invention, pamphlet of patent for utility model or pamphlet of

patent for design, Patent Register, and evaluation report of patent,

USPTO and EPO currently do.

5 LB 55 VY 5 B TR SR S VR A AR B 2 MR B I
) [ 2 R BUR A BB A B 5% . ATPLA Hedz [ X
KR AR SO A S 10 o AR ) A L A o B AR )
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and the various notifications, search reports and decisions issued
by the Patent Office or the Patent Reexamination Board to the
applicant or parties concerned, and the text of the observations
submitted by the applicant or the parties concerned in response to
the notifications in the examination proceedings which have been
closed (including procedures of preliminary examination,
substantive examination, reexamination and invalidation, etc.) ;
(4) for the file of patent applications which are still in
re-examination or invalidation procedure and have not been
closed, where consultation and photocopying of the file is
necessary due to special needs, the contents in the file before
starting the current procedure may be consulted and copied upon
the approval of the competent authorities in accordance with the

relevant provisions of above-mentioned items (1) and (2).

FHMIFELE
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XN R B BRI Ja) U B R AT W7 O 4

Part V. Chapter 7
7.4. 2 Time Limit of Suspension Due to Execution Assistance of

Property Preservation

For the suspension due to execution assistance of property

The proposed amendments in Part V, Chapter 7 remove
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preservation asked by the People's Court the relevant procedure

shall be suspended according to the property preservation period

stated in the civil order or execution assistance notice.

Where the People's Court orders to continue adopting measures of
property preservation, it shall serve the Patent Office with a
Notification on Assistance in Execution for keeping on the
preservation before the expiration of the time limit for suspension.

The suspension deadline may be extended if the Notification on

Assistance in Execution complies with the regulations set forth in

Section 7.3.2.1 of this chapter after being checked.

7. 4. 3 Time Limit of Suspension Concerning Invalidation
Procedure

With respect to patents in the invalidation procedure, the duration
for suspension as requested by the party concerned in a dispute
over the ownership of right shall not exceed one year. The Patent
Office will resume the relevant procedures on its own initiative

once the time limit of suspension expires.

certain time limit for suspension of relevant proceedings, and
provide that the period of suspension should be in accordance
with the preservation period stated in an civil order or
execution assistance notice from a court. AIPLA commends
the efforts to align SIPO practice with court orders or notices.
This will reduce potential conflict between SIPO proceedings
and court proceedings, thereby improving consistency and

public confidence in China’s legal system.
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