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Recent Court Decisions Highlight the 
Importance of IDSs

McKesson Info. Solutions v. Bridge Medical, Inc., 487 F.3d 897 
(Fed. Cir. 2007)

Larson Mfg. Co. v. Aluminart Prods. Ltd., 559 F.3d 1317 (Fed. Cir. 
2009)

Dayco Prods. Inc. v. Total Containment, Inc., 329 F.3d 1358 (Fed 
Cir. 2003)

Therasense, Inc. v. Becton, Dickinson & Co., 2010 WL 1655391 
(Fed. Cir. April 26, 2010) (granting petition for rehearing en banc 
and vacating previous decision)
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Timing Requirements under 37 CFR 1.97

Applicants may file an IDS without statement or fees:

“(1)(a) for national applications (not including CPAs), within 3 months of 
filing or before first Office action on the merits, whichever is later; 

(b) for national stage applications, within 3 months of entry into national 
stage or before first Office action on the merits, whichever is later; 

(c) for RCEs and CPAs before the first Office action on the merits.”

MPEP 609.01
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Timing Requirements under 37 CFR 1.97

(2) After (1) but before 
final action, notice of 
allowance, or Quayle action

1.97(e) statement or 
1.17(p) fee.

(3) After (2) and before (or
with) payment of issue fee.

1.97(e) statement, and 
1.17(p) fee.

(4) After payment of issue
fee.

IDS will not be considered.

MPEP 609.01
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Statement under 37 CFR 1.97(e) 

(e) A statement under this section must state either:

(1)That each item of information contained in the information disclosure 
statement was first cited in any communication from a foreign patent 
office in a counterpart foreign application not more than three months 
prior to the filing of the information disclosure statement; or

(2)That no item of information contained in the information disclosure 
statement was cited in a communication from a foreign patent office in 
a counterpart foreign application, and, to the knowledge of the person 
signing the certification after making reasonable inquiry, no item of 
information contained in the information disclosure statement was 
known to any individual designated in  § 1.56(c) more than three 
months prior to the filing of the information disclosure statement.
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37 CFR 1.97(f)-(i) 

(f)    No extensions of time for filing an information disclosure statement 
are permitted under  § 1.136. If a  bona fide attempt is made to 
comply with  § 1.98, but part of the required content is inadvertently 
omitted, additional time may be given to enable full compliance.

(g)    An information disclosure statement filed in accordance with this 
section shall not be construed as a representation that a search has 
been made.

(h)    The filing of an information disclosure statement shall not be 
construed to be an admission that the information cited in the statement 
is, or is considered to be, material to patentability as defined in  §
1.56(b).

(i)    If an information disclosure statement does not comply with either this 
section or  § 1.98, it will be placed in the file but will not be 
considered by the Office.
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Third Parties

Third parties (individuals not covered by 37 CFR 1.56(c)) 
cannot file information disclosure statements under 37 CFR 
1.97 and 37 CFR 1.98. 

Third parties may only submit patents and publications in 
compliance with 37 CFR 1.99 in applications published 
under 35 U.S.C. 122(b). See MPEP § 1134.01.

MPEP 609
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Contents of an IDS  37 CFR 1.98(a)(1)

(1) A list of all patents, publications, applications, or other information 
submitted for consideration by the Office. U.S. patents and U.S. patent 
application publications must be listed in a section separately from 
citations of other documents. Each page of the list must include:

(i)     The application number of the application in which the information 
disclosure statement is being submitted;

(ii)    A column that provides a space, next to each document to be 
considered, for the examiner’s initials; and

(iii)    A heading that clearly indicates that the list is an information 
disclosure statement.
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37 CFR 1.98(a)(2)

(2) A legible copy of:

(i)     Each foreign patent;
(ii)    Each publication or that portion which caused it to be listed, other 

than U.S. patents and U.S. patent application publications unless 
required by the Office;

(iii)   For each cited pending unpublished U.S. application, the application 
specification including the claims, and any drawing of the application, 
or that portion of the application which caused it to be listed including 
any claims directed to that portion; and

(iv)    All other information or that portion which caused it to be listed.
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37 CFR 1.98(a)(3)

(3) (i)        A concise explanation of the relevance, as it is presently 
understood by the individual designated in  § 1.56(c) most 
knowledgeable about the content of the information, of each patent, 
publication, or other information listed that is not in the English 
language. The concise explanation may be either separate from 
applicant’s specification or incorporated therein.

(ii)    A copy of the translation if a written English-language translation of 
a non-English- language document, or portion thereof, is within the 
possession, custody, or control of, or is readily available to any 
individual designated in  § 1.56(c).
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37 CFR 1.98(b)

(b) (1)    Each U.S. patent listed in an information disclosure statement must be identified by 
inventor, patent number, and issue date.

(2) Each U.S. patent application publication listed in an information disclosure statement shall 
be identified by applicant, patent application publication number, and publication date.

(3) Each U.S. application listed in an information disclosure statement must be identified by 
the inventor, application number, and filing date.

(4) Each foreign patent or published foreign patent application listed in an information 
disclosure statement must be identified by the country or patent office which issued the 
patent or published the application, an appropriate document number, and the 
publication date indicated on the patent or published application.

(5)  Each publication listed in an information disclosure statement must be identified by 
publisher, author (if any), title, relevant pages of the publication,  date, and place of 
publication.
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37 CFR 1.98(c)

(c)    When the disclosures of two or more patents or 
publications listed in an information disclosure statement 
are substantively cumulative, a copy of one of the patents 
or publications as specified in paragraph (a) of this section 
may be submitted without copies of the other patents or 
publications, provided that it is stated that these other 
patents or publications are cumulative.
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37 CFR 1.98(d)

(d)  A copy of any patent, publication, pending U.S. application or other 
information, as specified in paragraph (a) of this section, listed in an 
information disclosure statement is required to be provided, even if the 
patent, publication, pending U.S. application or other information was 
previously submitted to, or cited by, the Office in an earlier 
application, unless:

(1)     The earlier application is properly identified in the information 
disclosure statement and is relied on for an earlier effective filing date 
under 35 U.S.C.  120; and

(2)    The information disclosure statement submitted in the earlier 
application complies with paragraphs (a) through (c) of this section.
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Recommended Use of PTO/SB/08A and 08B 
Forms (which substitute for the 1449 Form)

Use of form PTO/SB/08A and 08B, “Information Disclosure Statement,” is 
encouraged as a means to provide the required list of information as 
set forth in 37 CFR1.98(a)(1). 

Applicants are encouraged to use the USPTO form PTO/SB/08A and 08B 
when preparing an information disclosure statement because this form 
is updated by the Office. 

The form PTO/SB/08A and 08B will enable applicants to comply with the 
requirement to list each item of information being submitted and to 
provide the Office with a uniform listing of citations and with a ready 
way to indicate that the information has been considered. 

MPEP 609
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Consideration by the Examiner

Once the minimum requirements of 37 CFR 1.97 and 37 CFR 1.98 are 
met, the examiner has an obligation to consider the information. There 
is no requirement that the information must be prior art references in 
order to be considered by the examiner.

Consideration by the examiner of the information submitted in an IDS 
means nothing more than considering the documents in the same 
manner as other documents in Office search files are considered by the 
examiner while conducting a search of the prior art in a proper field 
of search. 

MPEP 609
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Examiner Initials and Signature

The initials of the examiner placed adjacent to the citations on 
the PTO/SB/08A and 08B or its equivalent mean that the 
information has been considered by the examiner. MPEP 
609.  (SB/08A and SB/08B replaced 1449 form.)
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Alternatives to Initialing Each Reference

In addition, the following alternative electronic signature method may be 
used by examiners in information disclosure statements to indicate 
whether the information has been considered. 

Examiners will no longer initial each reference citation considered, but will 
continue to strikethrough each citation not considered. 

Each page of reference citations will be stamped by the examiner with the 
phrase “All references considered except where lined through” along 
with the examiner’s electronic initials, and the final page of reference 
citations will include the examiner’s electronic signature.

MPEP 609
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Example of Alternative Consideration
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PTO/SB/08A
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Foreign Document Not Considered
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PTO/SB/08B Non-Patent Literature
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Examples of Complete Citations of Non-
Patent Literature
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Example of In complete Citations of Non-
Patent Literature

This citation is incomplete because it does not include the web 
site visited:
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Examiner Checklist for IDSs

Examiners must check to see if an information disclosure 
statement (IDS) complies with:

(A) All the time-related requirements of 37 CFR  1.97, which 
are based on the time of the filing of the IDS. See MPEP  
§ 609.04(b) for more information.

MPEP 609.01



26

Examiner Checklist for IDSs

(B)    All content requirements of 37 CFR  1.98. See MPEP  § 609.04(a) 
for more information.

(1)     Requirements for the IDS listing:
(a)     A separate section for citations of U.S. patents and U.S. patent 

application publications;
(b)    The application number of the application in which the IDS is being 

submitted on each page of the listing, if known;
(c)    A column that provides a blank space next to each citation for the 

examiner ’s initials when the examiner considers the cited document; 
and

(d)    A heading on the listing that clearly indicates that the list is an 
Information Disclosure Statement;
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Examiner Checklist for IDSs

(e)  Proper identification of all cited references:

(i)     U.S. patents cited by patent number, issue date and inventor(s);
(ii)     U.S. patent application publications cited by publication number, 

publication date and inventor(s);
(iii)     Pending U.S. applications cited by application number, filing date 

and inventor(s);
(iv)     Foreign patent documents cited by document number (including kind 

code), country and publication or issue date; and
(v) Non-patent literature cited by publisher, author (if any), title, relevant 

pages, and date and place of publication.

MPEP 609.01
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Examiner Checklist for IDSs

2)    The requirement of copies for:
(a)     Each cited foreign patent document;
(b)    Each cited non-patent literature publication, or the portion therein 

which caused it to be listed;
(c)    Each cited U.S. pending application that is not stored in IFW;
(d)    All information cited (e.g., an affidavit or Office action), other than 

the specification, including claims and drawings, of a pending U.S. 
application; and

(e)  All other cited information or the portion which caused it to be listed.

MPEP 609.01
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Examiner Checklist for IDSs

(3)    For non-English documents that are cited, the following must be
provided:
(a)     A concise explanation of the relevance, as it is presently understood 

by the individual designated in 37 CFR  1.56(c) most knowledgeable 
about the content of the information, unless a complete translation is 
provided; and /or

(b)   A written English language translation of a non-English language 
document, or portion thereof, if it is within the possession, custody or 
control of, or is readily available to any individual designated in 37 
CFR 1.56(c). After the examiner reviews the IDS for compliance with 
37 CFR 1.97 and  1.98, the examiner should: (See MPEP  § 609.05).

MPEP 609.01
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Examiner Checklist for IDSs

(A)    Consider the information properly submitted in an IDS in the same manner
that the examiner considers other documents in Office search files while conducting a search 

of the prior art in a proper field of search.

(1)  For e-IDS, use the e-IDS icon on examiner’s workstation to consider cited U.S. patents and 
U.S. patent application publications. See MPEP § 609.07 for more information on e-IDS.

(2)  Initial the blank column next to the citation to indicate that the information has been 
considered by the examiner, or use the alternative electronic signature method by 
inserting on each page of reference citations the phrase  “All references considered 
except where lined through ” along with the examiner’s electronic initials, and providing 
the examiner ’s electronic signature on the final page of reference citations.

MPEP 609.01
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Citations Which are Not Considered

(B)  Draw a line through the citation to show that it has not 
been considered if the citation fails to comply with all the 
requirements of 37 CFR  1.97 and 37 CFR 1.98. 

The examiner should inform applicant the reasons why a 
citation was not considered.



32

IDSs which are not considered

(C) Write  “not considered ” on an information disclosure 
statement if none of the information listed complies with 
the requirements of 37 CFR  1.97 and 37 CFR 1.98.  

The examiner will inform applicant the reasons why the IDS 
was not considered by using form paragraphs 6.49 
through 6.49.09.

MPEP 609.01
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Sign and Date

(D)    Sign and date the bottom of the IDS listing, or use the 
alternative electronic signature method noted in item 
(A)(2) above.

(E) Ensure that a copy of the IDS listing that is signed and 
dated by the examiner is entered into the file and mailed 
to applicant.

MPEP 609.01
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Consideration

Examiners must consider all citations submitted in conformance 
with the rules, and their initials when placed adjacent to the 
considered citations on the list or in the boxes provided on 
a form PTO/SB/08A and 08B (or  the examiner may use  
the alternative electronic signature method noted above) 
provides a clear record of which citations have been 
considered by the Office. The examiner must also fill in his 
or her name and the date the information was considered 
in blocks at the bottom of the PTO/SB/08A and 08B form.

MPEP 609.05(b) 
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Consideration

The examiner need not have the information translated unless it appears 
to be necessary to do so. The examiner will indicate that the non-
English language information has been considered in the same manner 
as consideration is indicated for information submitted in English. The 
examiner should not require that a translation be filed by applicant. 
The examiner should not make any comment such as that the non-
English language information has only been considered to the extent 
understood, since this fact is inherent. 

MPEP 609.05(b) 
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Date Requirement

The date of publication supplied must include at least the 
month and year of publication, except that the year of 
publication (without the month) will be accepted if the 
applicant points out in the information disclosure statement 
that the year of publication is sufficiently earlier than the 
effective U.S. filing date and any foreign priority date so 
that the particular month of publication is not in issue. 

MPEP 609.04(a)
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Pending US Applications

Pending U.S. applications that are being cited can be listed 
under the non-patent literature section or in a new section 
appropriately labeled.

MPEP 609.04(a)
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Office Actions and Notice of Allowances 
from Pending US Applications
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Example:  Treatment of References which 
are not Considered
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Example:  Treatment of References which 
are not considered
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Consideration of Non-English Documents

If no translation is submitted, the examiner will consider the 
information in view of the concise explanation and insofar 
as it is understood on its face, e.g., drawings, chemical 
formulas, English language abstracts, in the same manner 
that non- English language information in Office search 
files is considered by examiners in conducting searches.

MPEP 609.04(a)
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Information Used in a New Ground of 
Rejection- Not Appropriate

1. Final Rejection is Not Appropriate

If information submitted during the period set forth in 37 CFR 1.97(c) with 
a statement under 37 CFR 1.97(e) is used in a new ground of rejection 
on unamended claims, the next Office action will not be made final 
since in this situation it is clear that applicant has submitted the 
information to the Office promptly after it has become known and the 
information is being submitted prior to a final determination on 
patentability by the Office.

MPEP 609.04(b)
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Information Used in a New Ground of 
Rejection- Appropriate

2. Final Rejection Is Appropriate

The information submitted with a statement under 37 CFR 1.97(e) can be 
used in a new ground of rejection and the next Office action can be 
made final, if the new ground of rejection was necessitated by 
amendment of the application by applicant. Where the information is 
submitted during this period with a fee as set forth in 37 CFR 1.17(p), 
the examiner may use the information submitted, and make the next 
Office action final whether or not the claims have been amended, 
provided that no other new ground of rejection which was not 
necessitated by amendment to the claims is introduced by the 
examiner. See MPEP  § 706.07(a).

MPEP 609.04(b)
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Information Used in a New Ground of 
Rejection- Form Paragraph 7.40.01

7.40.01  Action Is Final, Necessitated by IDS With Fee
Applicant’s submission of an information disclosure 

statement under  37 CFR 1.97(c) with the fee set 
forth in 37 CFR 1.17(p) on [ 1 ] prompted the new 
ground(s) of rejection presented in this Office 
action.  Accordingly, THIS ACTION IS MADE FINAL.  
See MPEP § 609.04(b).  Applicant is reminded of 
the extension of time policy as set forth in 37 CFR 
1.136(a).
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Submission after an Ex parte Quayle Action

An Ex parte Quayle action is an action that closes the 
prosecution in the application as referred to in 37 CFR 
1.97(c). Therefore, an information disclosure statement filed 
after an Ex parte Quayle action, must comply with the 
provisions of 37 CFR 1.97(d).

MPEP 609.04(b)
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Documents Submitted as Part of Applicant’s 
Reply to Office action

Occasionally, documents are submitted and relied on by an applicant 
when replying to an Office action. These documents may be relied on 
by an applicant, for example, to show that an element recited in the 
claim is operative or that a term used in the claim has a recognized 
meaning in the art. Documents may be in any form but are typically in 
the form of an affidavit, declaration, patent, or printed publication.

To the extent that a document is submitted as evidence directed to an issue 
of patentability raised in an Office action, and the evidence is timely 
presented, applicant need not satisfy the requirements of 37 CFR 1.97 
and 37 CFR 1.98 in order to have the examiner consider the 
information contained in the document relied on by applicant.

MPEP 609.05(c)
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Information Printed on Patent 

A citation listed on form  PTO/SB/08A and 08B and considered by the 
examiner will be printed on the patent. A citation listed in a separate 
paper, equivalent to but not on form  PTO/SB/08A and 08B, and 
considered by the examiner will be printed on the patent if the list 
lends itself to easy capture of the necessary information by the Office 
printing contractor, i.e., each item of information is listed on a single 
line, the lines are at least double-spaced from each other, and the 
information is uniform in format for each listed item. 

MPEP 609.06
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Information Printed on Patent 

If the applicant does not provide classification information for a citation, or if the 
examiner lines through incorrect classification data, the citation will be printed 
on the face of the patent without the classification information. 

If a U.S. patent application number is listed on a PTO/SB/08A and 08B form or its 
equivalent and the examiner considers the information and initials the form, the 
application number will be printed on the patent.

Applicants may wish to list U.S. patent application numbers on other than a form 
PTO/SB/08A and 08B format to avoid the application numbers of pending 
applications being published on the patent. If a citation is not printed on the 
patent but has been considered by the examiner, the patented file will reflect 
that fact as noted in MPEP § 609.05(b).

MPEP 609.06
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How are US Patents printed on face of Patent?
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How are US Patent Documents printed on 
the face of Patent?
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How are Foreign Patent Documents printed 
on the face of Patent?
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Example:  How Other Types of Publications 
are Printed on the Face of Patent  
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Example:  How Other Types of Publications 
are Printed on the Face of Patent
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Example:  How Other Types of Publications 
are Printed on the Face of Patent
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Example: How Other Types of Publications 
are Printed on the Face of Patent
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Incorrectly Considered IDSs Can Cause 
Delays at Time of Issuance 

“When the printer finds an apparent error in an application, the file is 
returned to the Office with an attached “Query/Printer Waiting” slip 
noting the supposed error.

The application should be taken up and acted on immediately and 
returned to the TC Director’s secretary within 72 hours (excluding 
weekends and holidays). 

Either necessary corrective action should be taken or an indication should 
be made that the application is considered to be correct as it stands.” 

MPEP 1309.02
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Common Printer Query For IDSs

(1) The printer verifies whether every allowed application 
contains either a PTO892 or SB/08 (1449) form.

(2) The printer requires all citations on an IDS to be 
appropriately considered.

(3) The printer requires that final page of each IDS under 
consideration to be signed.
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Questions?

Thank you!

Julie Burke
571-272-0512
Julie.burke@uspto.gov
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